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ROSGOSCIRC, a State company of the Russian Federation. on behalf of S0Y/CP1 PARTNERSHIP. a
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UNITED STATES DISTRICT COURT FOR THE SOUTHERN DISTRICT GF.WWHK

1993 LS. Dist. LEXIS 5797

July 14, 1993 Decided

July 16, 1993, Filed

JUDGES: [*1] MARTIN. IR.
ODFINIONBY: JOHN 5. MARTIN. IR.

DPFINION:
DORDER

JOHN 5. MARTIN. IR., District Judge:

Back ground

On March 21, 1989, VTPO seare ("SOY")
and Circus Productions. Inc. (GP1°) entered into an
agreement (the *S0Y/CP1 Agreament™) to create a part-
pership (“SOY/CPI™) in ﬂ# 19" present performances
of the Moscow Circus i ited States, Canada and
Mexico, SOY was a Eovermnment organization

which had alle ﬁé’hmﬂud the country’s circus in-
dustry for 70 yenrs and had wsed the name
"MOSC 5" since at least 1977, CPI was a
New ion. and the SOY/CPI Parmership
was nder the lsws of New York State.

other things, the 50Y/CPl Agreement spec-
ified that CPl was to provide the “exclusive day-to-
day management and control of the business of the
Partnership® and guaranteed S0Y § | million per year
in prafits frem circus tours, 50% was lo assign o
the partnership “all ownership rights” in the trademark
MOSCOW CIRCUS, to which trademark the partnership
was to have exclusive nghis, and CPl was to register the
trademark on behalf of the parinership. Any disputes
under the agreement were to be submitied for [*2] ar
hitration 1o the " American Arbitrabion Association in
Mew York® (the "AAA")

MEMORANDUM OPINION  ARDN

Eﬁhﬁnﬂy. the partners sipned several addenda
1113' ancillary agreements, dated June 30, 1989
Algusy Segtember 1989, April B-11. I'?‘?clsz.ip-&l. 1
991, and Apnl 15, 1991, respectively, : f relevance
to these proceedings is the fact that the Apnl 8-11.
1991 and April 11. 1991 amendments changed the fio-
rum for arbitration from the AAA to the “latermational
Arbitration in the Hague (the Netherlands)_* The histary
of this change is as follows: During initial negotistions
CP insisted on having the contract provide for arbiir-
lion af the AAA in New York and such agreement was
memoralized. in the initial 50Y/CPl Agreement. The
Metheriands forum was decided upon at & subseguent
negotiation conference where TPl insisted on New York
ang50Y demanded a Russian locale. Subsequently.
after some discussion, SOY and CPl agreed that they
wiould submit their disputes o o newtral region -~ The
Metherlands., Both partizs believed that the chosen arbi-
tration mechanism in the Hague was substantially similss
to the AAA in New York and to cermin dispule resolution
bodies in Russin with which 50% was familiar.

Az most [*3] recently amended, the Agresment seis
forth & term of five years as the life span of the partner-
ship, and is thus dus ll!etFirl: on .ippn'I |4, 199§,

[n April 1989, Steven Leber. president of CPl, act-
ing on belalfl of SO0%/CPL, lp'plied. for rzli'_ﬂntiun of
the mark MOSCOW CIRCUS from the LL5. Patent and
Trademark Office. MOSCOW CIRCUS was officiallv
registered o SOY/CPI as of January 9, 19990,

The SOY/CP partners assembled a troupe of Russian
circus artists for a 1989-1990 circus tour {"SOY/CPI
1989-80 Towr®). This tour originated in Canada n
August |989, commenced performance in the United

United States
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States in the tall of 1989, and performed under the name
“Moscow Circus” in various cities in the ULS. until the
summer of |99,

Dmering that same period. specifically from Movember
1989 o Alarch/Apnl 1990, o company by the name
ol Chreus Show Corporation ("CSC") also promoted a
United States tour of Russian circus performers from
a differsnt organization under the name “MOSCOW
CIRCUS® fihe *C8C Tour™)., C e by

its president, Steven Leber, who was also president of

Pl and with whom SOV had dealt. Maost of the issues
of thesz two cases center around the C5C Tour.

Apparently becates [*4] of the breakup of the for-
mer Soviet Union, S0V censed 1o exist and Rosgoscire,
identified to the Court as a state company of the Fussian
Federation, came into existence and scquired af least
wme of the rights of S0¥. On March 14, (992,
Resgoscire, claming that it was 50Y's successor and
thiis & partaer in S0Y/CPl, sought to terminate the part-
nership and to collect monies CPQ allegedly owed SOY.
In an attempt o resolve this dispute. Rosgoscirc insti-
tuted arbitration proceedings agminst CPI at the AAA
on January 22, 1993 in sccordance with the arbitratiog
provision of the original SOY/CPI Agreement. At the
arbitration. Rosgoscire seeks, inter alia. (1) & degliza:
ton that the 50Y/CPl Agreement i3 ferminatea’ m& the
Partnership is dissolved, (2) a declaration that\die Vari-
ous irademarks relating o the MDSCI’.'I'W.' 15 be-
long exclusively o Rosgoscire, (3) gﬂi:h“mﬂ for
CP's unawthonzed actions in Ii:_mi_:t::'l]“'juinlly owned
Partnership assets to third parties i

nl Rosgoscire also Yeska 1) § 164,000 in dam-
ages owed for the ﬁ'%?l 1989-90 Tour, (2] % 2

million in for CPI's failure to pay the con-
teactually yearly minimum of § | millioa
for the 1 'ﬂ'ﬂlndl'iﬁ']”‘?ﬂ‘!tﬂlr'l:mﬂnl’lhl:

i TIRCUS, () § 520,000 relating to an-

ol r-gk ’lhun; from September 1991 1o December
IW'}‘E one-half of the Partnership assets valued
at § 224

% muilbon.

J000, and (5) punitive damages of at least §

I*5]
Present Cases

In CPI v Rosgoscirc. 93 Civ. 1304 {the " Arbitration
Case”). CPl petitions the Court for a stay of the arki-
fration commenced by Rosgoscire at the AAA, claiming
that the parties had agreed under subssquent superseding
celracts 1o arbitrate their disputes in the Metherlands.

maces of Mead Data Cantral, Inc,
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In Rosgoscire v, C3SC, 92 Civ. 8498 (the *Trademark
Case®), plaintiff Rosgoscire. claiming o be the |-
gal successor to SOV, brings this action on behall of
SOY/CPl for trademark infringement and other claims
agninst CSC and Leber, alleging that they violated trade-
mark laws by using the mark "MOSCOW CIRCUS® &
the C5C Tour without authorization. RopBacire claims
it may properly sus on behalf of the parnerihip because
Leber's alleged unauthorized use of e mark in con-
nection with the C5C Tour CEHM{NH flict of interest
between Rosgoscire and CPI ( ously pointed out.
Leber was president of botiNCPL and I:Sl':] preciuding
a direct action by the paf@Ership 1o recover anv dam-
ages from CSC or Léber Deber i1 baing sued, in ihe
Trademark Case, Jnﬁhﬂﬂlklduﬂ capacity and as pres-
ident af CSC.

In the Tradesiurk Case, Rosgoscirc alleges the fol-
lowing slaim inst defendants [*§] C5C and Leber:
{1} Tradsmark infringement pursuant to /5 L5C 3§
F L, (2 Talse designation of origin pursuant to /5
~C. § 1/25(a), (3) common law unfair competition

=i

?\d infringement. and (4) deceptive and unfair trade

i‘l"l!.'.lb:ﬂ pursuant o vanous stals slatutory PFH'-II:I{'ITII

"Rosgoscire seeks monetary darmages. an accounting of

all profits derived by defendants from the sale of ser-
vices. cic., relating to the alleged illegal wse of the
MOSCOW CIRCUS mark, and a declaration that defen-
dants have no rights in the mark. Finally, Rosgoscir
seeks A permanent injunction prohibiting further use of
the mark pursuant to |5 USC § 1116

Present Motions
Arbitration Case

The Arbitration Cass is now before the Court on
CPI's petition for & stay of the arbitration commenced
by respondent Rosgoscire. nl [n its application for
a stay of the arbitration procesding, TPl mamtains
that in two superseding agreements the partners cxplic-
itly sgreed to submit any unresolved dispules o “the
International Arbitration in the Hague (the Netherlands)
whose determination shall be [*7] binding and conclu-
sive for the partics, * However. the parties concede that
thers was never an associntion entitled "the Intermational
Arbitration in the Hague® in The MNetherlands, nor any
similar arbitration organization or system in that region.
Nevertheless, CP1 petitions the Court to stay the New
York arbitration in order to allow the arbitration to take
place at the [ntemational Bureay of the Permanent Court
of Arbitration at The Hagus, The Netherlands, claiming
it is the nearest arbitration association in the region mosi

recently agreed upon by the parties.

United States
Page 2 of 7

EXIS-NEXIS &% LEXIS-NE S

- A -
o —
- —
e r 3
e —



Page 5

(991 115, [(hse, LEXIS 9797, =7

nl The acticn was originally commenced in State
Rupreme Court, New York County, where Justice
Phyllis Gangel-Jacob issued an Order 1o Show Cause
with a Temporary Restraining Order staving arbitra-
tion. The case was removed by Rosgoscire to this
Court on March 4, [993

Respondent Rosgoscire cross-moves for an order com- -
pelling the arbitration already initiated at the AAA in
Mew York, Rosgoscirc claims that the non-evisience of
the chosen forum voids the [*8] corresponding contrac-
tual provisions in the April 1991 Agreements. leaving
the original arbitration clanse in the S0%/'CPl Agreement
which designates the AAA in Mew York as the governing
choce of forum.

Trademark Case

Defendants CSC and Leber move to dismiss the |
Trademark case complaint on the following grounds:
i1} that the Court lacks subject matter jurisdiction over
this action because it does not “arise under” trademark
law, but rather is a simple coniract dispute: (1) that
Fosgoscire lacks standing to maintain this action
an assignee of SOY because the SOY/CPI Parine
Agreement clearly precludes such an assignment?
that CSC was granted a license from CP1.
and co-owner of the trademark., which

awn mark. thus justifying dismissal for fad

= et |

F.n?&.namuwmﬁ? ptu'pnuufmvrn;bu
way rthis action. Fi dn; dants move for [*9] an
awnrd of sanetion plainiiff and itrcounsel,

e Ereals
ﬁiﬁm :'j_ﬂ'g:.‘r m‘";‘ FriL
“ 1] There two bodies of law which could govem
the dispute regarding the proper forum for arbitration;
i1} Federsl arbiteation law. consisting of the Federal
Atbitration Act. 9 U 5.C. 4 116 and thg{Conventionjen

1
- and (2)

!undimul contract ]!Irlthtl'pll!'l Since, a3 lh! analysis .

below demonstrates, the resull would be the same under
either. it is unnecessary to determine which is applicable. |

! d” A Faderal Arbitration Law
The United Staies. the Russian Federation, and The

-

!!:;_“: g oo

“etherlands are all Contracting States 1o [fﬂ__'{:mu:n:ma

Arbstral-Awards+Conventron® s reprnEd AT TS 1

2ottt Sepp—t3¥Y); see 'm:rlllv PUSC %%
201-20B Smpp—t 999, Thus, this action appears to be
governed by the Convention. 9 USC § 200 é5opp.

mﬁf rile el I
@!tﬂ!hl!

Rosgoscire removed the Arbitration

Court parsuant to 2 LIS.C. § 205, €5 L5 Crogs
metion to compel arbitration pu L5C § 206
Title # of the United Siates Ciode’ 2 siabes. in

relewant part, that .

under this chapter may di-
accordance with the agree-

ment al any p in provided for. whether that place
is within or the United States.
“ |'Fln eramiche Rapno, 684 F2d |84 (lar -
L e First Circuit established four prefimi-
nary, giestions which a court must resolve prior 1o refer-

international dispuie to arbitration pursuant to §

{1} I8 there an agreement in writing to arbitrate the sub-
]-u:!nflh-ud.'l.qnl.lﬂ?

{2} Does the agreemeni provide for arbitration in the
territory of a signatory of the Convention?

{3} Doea the agreement arise out of a legal relationship,
whether contractual or nol. which is consider=d as com-
mercial?

(4] Is a party to the agreement not an American citizen or
does the commercial relationship have some reasonable
relation with one or more foreign [*11] states? e

. o [88-187 (citations omitted); accord Rilev o
Kingaley Underwriting Agencies, Lod . 269 F 24 957,
252 (1sh Cir.), cert. denied, 12/ L Ed. 24 584 112
5 Cr 658 (/992). Where the district court resolves
these questions in the affirmative “then i must order
arbitration wnless it finds the agreement “null and void,
inoperative or incapable of being performed.'® as set
forth in Article ({3} of the Convention. Leder, 684
F2d ar [8T [emphasis added);, see Riley, 969 F 214 ut
§59. |

dr Although the Convention's "null and void® excep-
tion is to be narrowly construed, see Rilev, 949 F2J
ar Pal Rhone Med.i.rﬂ-m-ge Compagnig Framcese o)
Assivwrariond E Riessicurasone'v Lawrn, 712 F 20 50
51 i Cir 1983) Meadows-fadem. Co, v Saceala &

Fivtia s United States
Page 3 of 7

XI5 ‘*--Ff IS &=

wasol Meag Caa Z4n

> 35 LEXIS-NEXIS €= LEXIS-NEX



1993 LLS, Dist. LEXIS 9797, =1

Showip [rix. Swver., 760 F Supp. 1036, (043 (EDNY
1991) /the inclusion of a non-existent forum should be
classified ns & mistake and 8 proper exceplion under
Article (3}, See Meadows fadem. Co.. 760 F Supp,
wr 1043 [*12] (Articlz 11(3) is “Timited 10 cases in which
the clause itself . . . is "subject to an int=rnationally
recognited defense such as duress. mistake, fraud. or
waiver.' ") (quoting Rhore, 712 Eld ar 5571 In the
¢ase al bar, the parties concede that selection of the non-
existent forim was & mutual mistake. Hence, the pro-
vision should be considered void under Article 11{3) of
the Convention. |

-

F Likewise. the plain text of § 206 allows a distriet court
" 1o order arbitration enly “in aceordance with the agres-
ment at any place therein provided for.” Hence. if the
arbitration clause had specified an existing location. then
§ 206 would allow the Court 1o compel arbitration at that
aitus. Howewver. in this casa_ the forum spocified by the
partied never existed. and thus the Cownt cannot rely on
§ 206,

.-I‘]i\'m that § 206 is inapplicable to this case. whai
4 forum should the Court designate for arbitration?

In 4l Basing Lead, « Broken HUl Proprietary Co. |
F. Supp. 483 (S DN Y. 1985). District Judge C

held that & court "only has discretion to ¢ i- =

tration in its own district or in a place

contract.” [*13] A ar 4838 Howewes, Where “no
place was specified explicitly or img then “the
court can only order the parties to grd arbitration

in [its] district.* [d.

The Oil Basins cour
USC &% 200-208 (°

out that although 2
2"} were sxpressly set
under § 208, a court

PUSC l-l-ﬂn!hn.l’ﬂmnu.
sbove, 4§ 201- IIJ'I-{CI!W 1} do not
in this instance, ihe Court must look bo

. specifically # LS. C I-l._ll

nd # LL5C § 208 provides, "Chapter | applies
to actions and proceedings brought under this chap-
tzr to the extent that that chapter is not in conflict
with this chapter or the Convention, as ratified by
the United States.”

[*14]
1| [ While § 4 recpuires a district court fo direct arbitra-

tion in iis own distrct, i sister Convention staiuis,
§ 206, which supersedes § 4 in Convention cases. in-

L
%A in Mew York. in accordance with § 4.
) :

structs a court to direct arbitration at any place specified
in the contract, ~within or without the United States.”
However, the court reasoned that “neither section gives
the Court discrefion io selzct an unspecified site outside
its disirict and Section 4 expressly pracludes such discre-
tion. Thus, on the face of the statute, Chapter 2 does Aot
appear lo contradict Section 4°s i i thai arbitra-
tion be compelled in the tmﬂ'lﬁ@p{ when the
contract specifies a lacation. ﬁ% L 617 E Supp
uld -l.!.'-"-lu alse Bawhirmia Cu amar et 'l Mach., &
Eq-u;u- imipors & Export C«Qﬁ E2d 247, 24950
Pk Cir, .rﬂﬁ?'l':" ry regime” of § 208

and § 4, where plﬂl
in one cloese, yet l:llun mentioned arbitra-

tion in F':l‘..m; a district court can oaly arder
|rh||:r.||:|-m nr estrict”) (cating O Basias, &1 F

. since [*15] the current forum selection
void, the Court cannot direct arbitration un-
{which requires a clear contractual provision|.
d compel arbitration in this district, i.e.. af the

An application of basic contract principles would vield

T the same conclusion as federnl arbiteation law. The mile

is well established that in construing arbitration clauses,
a court should apply standard contract prnciples. Fuller
w Guthrie, 545 F 24 259, 280-81 (24 Cir. {977} [citing
Avkirtson o Sinclair Refining Co., J70 LL5 138 247,
.EJ‘S Cr. 1718, I320-21, 8L Ed Id 4561 r.rﬂdi!,lj

‘l | The clear intent of the parties was to designate a neu-
A

ral tribunal for arbitration luhmuil!y similar to the
AAM or 1o the USSR Chamber of commerce. The oniy
dispute was over which party should have the “home-
court” advaniage with its scoompanying conveniences:
CPl wanied New York and 50Y wanted Russia. Given
that CPl and 50Y previously agreed to arbitrate at the
AAA n New York, that the choice of a different forum
was solely the result of 30Y"s concem over neutrality,
[*16] and that Resgoscire, ostensibly acting in 50Y s
place, has chosen to forego the advantage for which it
had negotiated, the imtent af the parties would best be
approximated by designating the AAA rather than send-
ing the parties to a "dark horse” forum whose only link

is its geographical proximity to a fictitious entity,
. | Alternatively, the fact that the amendment contained

& muteal mistake regarding the designated forum means
that thers was no “meeting of the minds™ and that the
amendment, or at least the provision changing the arbi-
vration forum. is void: the previous agreemsnt proyid-
ing for arbitration at the AAA thus poverns this dispute,

United States

arbitration forum blank

.
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Surlight Funding Corp. v Singer, Hﬁﬂ D24 825 536
o EE L 53T, 334 (2d Depr, [989). |

; Ciiven the intent of the parties for an AAMA-T¥pe ar-

! bitration, CPU's admitted and consistent preference for

MNew York arbitration during all contract negotiations,
and the selection of the AAA in the original SOY/CPI
Agreement. the contract between the partics should
be construed to provide for arbitration at the AAA.
Therefore, the Court will deny CPI's petition for a stay
of arbitration and grant Rosgoscirc's cross-modion o
compel the arbitration [*17] already commenced at the
AAA. | .

Trademark Cosg
T ! ."I-J.
- Defendants C5C— and—
Rosgoscire brought this action under the Lanham Act
this case does not raise a federal question. Defendants
asserl that the actual underlying dispute berween the par-
ties is whether Leber, in his capacity as president of CP1.
was permitted under the SOY/CPI Agreement to license

the use of the MOSCOW CIRCUS mark to his other

company, C5C, Thus, defendants argue that this is an
ordinary claim for breach of contract, and ia nol lnil:-
tion relating to trademark infringement.
The Second Circuit has firmly esmbilish yi.-‘wlé-
governing this issue in the context of ¢ ight infringe-
f NS
mi=nt;

We imstruct courts in this L"ﬁ‘} ungderinke a three-

part lest . . . to determine whalhey a complaint states
a cause of action arising pAderthe Copyright Act. A
district court must first asceftait whether the plaintifi"s
infringement claim ks ands ‘iﬁr:ldm'rﬂl i the plaintifi"s
claim seeking a ¢ ination of ownership or contrac-

wopyright, [T it is determined that
el incideninl, ihen & district cowrt
dialle [*18] whether the complaint al-
of a conditbon 16, or & covenant of, the
Ag or assigning the copyright. As we
e, if a breach of a condition is alleged, then
the district court has subject matter jurisdiction. But
if the complaint merely alleges a breach of & contrac-
tual covenant in the agreement that licenses or assigns
the copyright, then the court must undertake a third step
and analy e wheiher the breach is 3o material as to create
a right of rescission in the granior. If the breach would
create a right of rescission, then the asserted claim arises
under the Copynght Act,

fual ri;hlsn der|

Svheenberg v Shapolsky Publivhers, lnc, 971 F.2d 926,
933-33 (2d Ciro 1992] [citations omitied). Analogous

services of Mead Data Cantral, Inc.
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inditiion over
claims involving patent, copyright and trademark laws,
Foxrun Workehop, Lod «  Klone My, loc., 655 F
.ﬂrplrl. g4, 7S DM Y 1988 Bear Creek Praowd, , [
v Suleh, 847 E Supp. 488, 490 (S.ON K 1958). and
thus the Schoenberg analysis applies equally to trade-
mark actions.

Defendants maintain that the [*19] f&mmm I
fringement claim is incidental tadihe contract dispuiz
They assert that the real disputeis berwesn Rosgoscire
and CPl as to whether TPl ‘s consent o li-
cense the use of the MOSEOW TIRCLU'S mark 10 CSC
Defendants state that CSCwelearly absolved of any -
ability since it had CPI permission, i.2.. 2 half-cwner
in the mark. #. defendants argue. all Rosgoscire
can do i3 bri detion againal Leber andiar TP far
alleged breachy ofeontrace.

Rosgoacite responds that CPl and Leber, in his indi-
vidhl ity, have infringed on the rights af SOY/CP1
w SCOW CIRCUS trademark. Although the de-

ts cluim that CP1 was merely acting pursiant 1o a
\icense it properly obtained from the partnership. there
nre serious factual disputes regarding whether such a li-
cense was ever granted, whether the managing partner
of SOY/CPl bad authority o grant such a license. and
whether such grant was properly effected. Under the
Schoenberg test, therefore, federal subject matier juris-
diction 2xists in this instance,

Standing

Rosgoscire identifies itself as "a State company of the
Russian Federation Government,” and the “legal succes-
sorin interest™ 1o [*20] SOV, Comglaint P 3 ( Trademark
Case). Rosgoscire thereby classifies itself as a gen-
eril partver in the S0Y/CPl Partnership. Defendants
C5C and Leber move to dismiss the complaint claim-
ing that Rosgoscire is not & successor but rather an in-
valid assignes with no standing o maintain this acnon
Defendants sssert that P 19 of the S30Y/CPl Agreement.
which contains & clear non-assigniment provesion with
regard, to SO, bars Rosgoseire [rom acting as a parin=r

Mo party shall have the right, without the oihers' con-
s=nts, to assign this Agreement in whole or in part 10

any third party . . . .
S IC PHAgreement PrT9 nd—

n4 In contrast, the remainder of P 19 specificalls
allows CPl o assign the Agresment provided tha
{1} Steven Leber is involued with the assignee, and
121 CH obhtains S30% s consent.

United States
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 Deferans € SCand-Leber-nrgue-that the key docu s’
mented proof that Rosgoscire submits as to its origin i5a
Russian Federation Government Decree (the "Decres”)
duted Japuary 9, 1992, which states that 50Y "assigns
[*21] all of its rights and obligations to the Company.”
Defendants assert the Decres as proof that Rosgoscins is
an invalid assigne= of 50Y. Defendants further maintain
that Rosgoscire's allegation that it is a general partner
has no ment because SOY/CPL was established under
Mew York law and § 40071 of the Mew York Partnership
Law statzs that “no person can become a member of a
partmership without consent of all partners.”

Motwithstanding the various points of contention with
regards (o Rosgoscire's status, defendants’ motion to
dismiza for lack of standing should be demied. The
Supremea Court has held that:

For purposes of muling on a motion o dismiss for sant
of standing, both the trial and reviewing courts must ac-
cept a8 true all matenal allegations of the complaint, and
st construe the complaint in favor of the complaining

pariy.

Warth v Seldin, 422 U5, 490, 501, 95 5. Ct, RI%%/
2206, 45 L. Ed. 2d 343 (1975); Schiavone e, Unifed
Surrer, T0F FEld 70, 75 {3d Cir), cert, 474
(L5 1020, 83 L Ed. 2d 554, 106 5. % S0% (1965).
Although defendants argue that Rosgdscis 5'allegations
regarding its status [*22] arc lusions which
should aot be accepted as true. e McCaoy v Geletberg,
748 F. Supp. 146, 157 (5. 00 1990), they ars more
appropristely considered fllggntions of fact, or at least
mixed allcgations of law % ct. Thus. the Court must
accept Rosgoscire' -& in the compiaint regard-
ing its designati ‘s successor as true, and deny
the motion to.d m| for lack of standing.

F-ilm@ a Claim
De: move for dismizanl claiming that even il

R ire does present & proper trademark claim under
the At this sction should be dismissed because
the MOSCOW CIRCUS mark was licensed to CSC. The
complaint clearly alleges that no such license issued. and
0 the motion 1o dismiss must be denjed,

Indispensable Party

Defendants move to dismiss this case under Fed. R,
Civ. P 12BMHTY on the grounds that Rosgosciee has
fniled to join an indispensable party, CPL, a3 required by
Fed. R. Civ. P 19. Defendants present twa separate
arguments why CPHis an indispensable party.

i

fayices of Mead Tamy S 4tm3l, e

- ; rc
has stepped into SOY's shoes as a general partner of
SOY/CPL. such status is insufficient [*23] to maintain
a suit on behalf of the parinership, Defendants contend
that oniy the managing pariner. namely CPl. can bring
suit in the name of the partnership. and consequently CP1
i5 an indispensable party to this case, Hgg_-‘c‘re-r. both the
Second Circuit and the New York Coud of/Mppeals have
held that limited partners may suc df) - of the lim-
ited partnership when the geneg: r 15 unable or
wrongfully refuses 1o do sof ET&LI'MH' o Aew York
Produce Exchange, 144 E‘E:f%m!;’ﬂﬂ facd Cir 1945

N *Eesky, 18 N.F2d4 f40,
N2Z3 N.E2d 878 (Cr. App.
1966); see .i!ra.muﬁbi gn Hills Assocs., 429 N ¥ 5. 24
424, 427-29 j{w Qe 1950} (discussing Klebanow
and Rivierad, uﬁﬁ‘;ha ratianale that limited partmers en-
trust theitcinigrests 1o general partners. and when the
illlzr{j.i:piéi"l manner inconsist=nt with the ntesests of
the M}ﬁﬂhip the limited partmers will be injursd un-
clj!ih.l!:y may maintain suit. There is no reason whe
&mnlﬂg should mot extend to general partners who
wnight otherwise be prevented by the parnzcship agres-
meni from bringing =it on behalf [*24] of the part-
nership; indeed. the two groups are directly analogous.
Consequently, because Rosgoscire has alleged sufficient
reason why CPl will not sus C3C and Laber on behalf of
the partnership, and nssuming that Rosgoscire could not
etherwise sue on behalf of SOY/CPL. it is appropriate
in this instance to permit Rosgoscirg to sue on behalf of
the partnership.

Defendants also claim that CPl is an indispensable
party because il has an ownership interest in the frade-
mark at isswe, and a trademark suit requires participation
of all the trademark owners, See Cuperola v Oriamdo,
443 F Supp. 498, 203 (ED Pa. 1978} (hecause [i-
censor and licenses “both have actionable rights [in the
trademark] at the snme tims, . . |, they bath mist join
in any action io enforce either's rights under the rrade-
mark™). However, defendants appear 10 have ignored
the fact that, pursuant to the parinership agresment, the
ownership of the MOSCOW CIRCUS wrademark was
assigned to the SOY/CPl parnership, in whoie nams
the mark was registered. Accordingly, 50Y/CPL is the
gwner of the trademark, and is the one and only entity

axho may orcamrtring uirmorvindicane s ights, T*15]
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Defendants move to stay the Trademark Case pending
the outcome of the arbitration commenced by Rosgoscire
againgt CPL. As stated abows, defendants claim that
the real dispute a1 bar is whether SOY granted Leber
as president of CPl auwthonty to license the use of

United States
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the MOSCOW CIRCUS trndemark to his other com-
pany, C5C, Defendants insist that Rosgoscire's real case
is ngainst CPl and thus the arbitration clause in the
SOV TP Agreement governs this case. Delendants base
this masthonoon 1) # UL C § Yand | 2) the district court’s

_ inherent powers. 4
U J [ Title 9 of the United States Code. Scction 3 states:

If any suit or proceeding be brought in any of the couns
of the United States upon any issue referable to arbitra-
tion under an agreement in writing for such arkitration,
the court in which such suit is pending, vpon being sal-
isfied that the issue involved in such suit or proceeding
is referable to arbitration under such an agreement, shall
on application of one of the partics stay the tnal of the | ]'1
action until such arbitration has been had in accordance |
with the termms of the agreement. providing the applicamt

for the stay [*26] (= not in default in proceeding with

such arbitration.

P ULS.C §J(1988). )

'.'I 1 Defendants claim Citrur Misg. 84 of Ierael v J.

tauriszen AfS, 943 F.2d 220 (2d Cir. 1991), HI]J'PEIHO
- the proposition that movants who are nol parties bo agGi-

iract containing an arbitrtion classe may none @

entitled to & siay under 9 LI5S0 § 3. See 4
Memorandum of Law in Support of Mok
i Trademark Case) at 11. Defendants ci
court's discussion of MoCowan » :
Co., P08 E2d 1099, |04 (1d Ci
LS 897, 112 L Ed 2d 209 1
wherein the Second Circuit
seek a stay under § 3w
party 1o the periinent
941 F2d ar 224, )

| | Inexplicably,
“ Lauritzen

Hﬂ {19940,
ithat a movant may
the movanl “was a
agreement. * Laurimen,

ts wholly fail to note that the
uded by disagresing with this
lding that such a stay was not
» thus effectively overruling McCowan,
[*27] defendants were not parties to
H-'ﬁ]rr-rml-. the motion for a stay pursuant
C § J must fail. Id. |

v il
'lg] | However. in addition to the statutory power, district

“ couns have an inherent power to grant a say pend-
ing arbitration in the imterests of judicial economy.
Lauritzen, P43 F2d ar 225 (quoting Mederlandse Erts-
Tamkersmaarschappif, NV v Ivbrandoren Co., 179 F 2d
440, 441 (2d Cir. [964]); see Nederlandse, 39 F 24 ar
A4 =442 (quoting lustice Cardozo’s opimion i Lamedis
W Morth Am. Co., 299 U5 245, 25435, 57 5. Ct
Jaf, 168, 80 L. Ed ST (1974), and setting forth the
conditions under which a court should use s inherent
power |0 grant a stay); see also Sierrg Rutile Lid,

-
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Koz, 237 FE2d 743, 750 12d Cie 19910 Delfendanis
have the burden of establishing that a stay is warranted in
this case, Nederfandre, JI9 F Jd ar 442, see Lauritzen,
247 F 2d ar 225, and they have failed 1o camry it Since
neither Leber nor [*28] CSC will consent 1o be bound
by any determinations made at the arbitration, waiting
for it o conclude in no way insures that tme and ef-
fort will be saved in this proceeding. Hosgoscire
might be collaterally estopped b rea determi-
nations made in the u—h::mnm%, and CSC
would have the opportunity aie any issue art-
trated. Accordingly, the ';'n lines 1o exercise ils
discretion to lay this act pending the ]rb|lru|uﬁJ

D- for the sole purposs of mov-

= CPl mav
ing for a I&n ing arbitration. Such a motion s

fif mot wnigue). but in this instance 15
Iy improper. The procedure for making
intervens is set forth in Fed, R. Civ. P
ich requires that the party secking to intervens
SETVE & molion 1o infervens . accompanicd by
eading setting forth the claim or defense for which
intervention is sought™ upon the parties. There 15 no
indication that TPl has served such papers: indeed, the
scope of CPl's proposed intervenfion would imply that
CPI actually does not at this time contemplate a claim or
defense relating to this action. Accordingly. [*29] the
motion to intervene is aot properly before this Co
Sancti
Defendants move for sanctions on the ;rmmdsﬁi;:
the Trademark Case brought by Rosgoscire 1s frivolous.
Reosgoscine has alleged sufficient facts on which 1o bass
a claim. and so there i3 no basis at this time for deeming

the Trademark Case frivolous. Thus, the motion will be
denied without prejudice to make it &t & later time.

Il_nmeu:inn af

Conclusion
For the foregoing reasons,

in the Arbitration Case, Mo, 93 Civ, 1304, respondent
Rosgoscire’s motion 1o compel arbitration at the AAA is
GRANTED; petitioner CPl's motion to stay arbitration
is DENIED:;

inm the Trademark Case, No. 92 Civ. 3498 defen-
dants’ motion to dismiss, motion to stay the action pend-
ing arbitration and motion for sanctions are DENIED:
non-party CPI's motion 1o intervene is DISMISSED

SO-ORDERED.

uly 14, 1993
JOHN 5. MARTIN, JR., L5.D00.
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