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GATES ENERGY PRODUcrs • . • , . agree'ment' arises out of legal relationship 
': , .: ~ ~.:. ': . INC.: Plaintiff; . :>:.;~.'.l ~: ': .' 'considered 'as commercial and whether par­
. ... Y. : _ . .. .. : .:" : - •. , ) :':.. ty to' agreement is not American citize.n or 

YUASA BATTERY COMPANY. vI-D. a'nd commercial relationship has reasonable re- . 
lation with one or more foreign states, then 
it must order arbitration unless it finds Edward J. Morrison. Jr .• d/b/a Western 

Alarm Supply Comp~ny. Defendants. 

, Civ. A. No. 82-F- 2088. 

United States District Court, 
D. Colorado. 

Sept. 9. 1983. 

In action for alleged patent infringe­
merit, alleged breach of agreement regard­
ing nondisclosure of trade secret technical 
know-how and for declaratory judgment 
that defendant's patent was invalid. de­
fendant moved, inter alia, ' for arbitration, 
dismissal of second and third counts and 
striking of references to second count and 
plaintiff moved for protective order quash­
ing notice oJ deposition. The District Court. 
Sherman G. Finesilver. Chief Judge. held 
that: (I) joint venture agreement at issue 
was viable written agreement between pat­
ties to arbitrate within purview of Federal 

. - Arbitration Act; (2) court 'did not have sub­
ject-matter jurisdiction over third count; 
and (3) motion to strike refer~nce" to sec­
ond court was premature. 

Order accordingly. 

' l. Arbitration <p7.1 

agreement null and void, inoperative or in­
capable of being performed. 9 U.S.C.A. 
§ 201 et seq. 

3. Contracts <p147(2) 

Where terms of contract are clear, in­
tent of parties must be ascertained from 
contract itself. 

4. Arbitrat ion fP7.5 

Where clear import of joint venture 
agreement language was to prohibit party 
from using confidential information ob­
tained even before parties entered into 
agreement, agreement was sole agreement 
between parties regarding use of disclosed 
information and agreement provided for ar­
bitration of all disputes which might arise, 
in relation to agreement, any dispute re­
garding disclosed information was subject 

·to arbitration regardless of what informa­
tion was disclosed . 

5. Joint Adventures <p4(t) 

Joint venture agreement stating that 
party was prohibited from using certain 
confidential information for its own benefit 
applied to party's disclosure of such infor­
mation in patent application in Japan. 

Court should resolve doubt regarding 
6. Arbitratio n ~7.5 

whether dispute requires arbitration in fa-
vor of arbitration unless court can state Where joint ven.ture party's claim was 
with positive assurnnce that dispute was based on events which occurred prior to 
not meant to be arbitrated: termination of joint venture agreement, 

claim would be subject to arbit ration under 
2. Arbitration <P23.7 . agreem~nl. 

Court presented with request to refer 
dispute to arbitration pursuant to Federal ' 7_ Arbitration <p7 .2 
Arbitration Act chapter governing Conven- Under Federal Arbitration Act. arbitra- . 
tion on Recognition and Enforcement of tion clause in contract creates substantive 
Foreign Arbitral Awards pelforms limited right and is not purely remedial so as to be , . 
inquiry; if it resolves in the affirmative executory obligation ' which would be dis­
preliminary questions of whether there is charged under Uniform Commercial Code. 
agreement in writing warbitrate; whether : upon termination ·of agreement "'9 U.S.- . 
agreement provides for arbitration in terri':; .C.A. § 201 et seq.; C.R.S. 4-2-106(3). 
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Cit ... 599 F5upp.361 (19&3) 

8. Arbitration e>6 

Arbitration clause of joint venture 
agreement was viable written agreement 
between parties within purview of Fede'.ral 
Arbitration Act chapter governing Conven­
tion on Recognition and Enforcement of 
Foreign Arbitral Awards. 9 U.S.C.A. 
§ 201 et seq. 

9. Declaratory Judgment <P312 

Plaintiff in suit for declaratory judg­
ment has obligation to allege in complaint 
facts essential to show that court has suI>­
ject-matter jurisdiction over matter in dis· 
pute. 28 U.S.C.A. § 2201. 

10. Declaratory Judgment <P341 

In declaratory judgment suit, if plain­
tiffs allegations of jurisdictional facts are 
challenged by adversary in appropriate 
manner, plaintiff must support them by 
competent proof. 28 V.S.C.A. § 2201. 

11. Declaratory Judgment <2=>61 
Requirement that federal courts may 

issue declaratory judgments only in cases 
of actual controversy is jurisdictional pr'" 
requisite of constitutional dimension. 28 
U.S.C.A. § 2201. 

12. Declaratory Judgment <2=>232 
Actual controversy exists in context of 

action seeking declaratory judgment of pat· 
ent invalidity only if plaintiff discloses con· 
duct on part of defendant that makes· rea­
sonable plaintiffs apprehension that it will 
face infringement suit or threat of one if it 
commences or continues activity in ques­
tion. 28 U.S. C.A. § 220 L 

13. Declaratory Judgment <2=>232 
Notwithstanding reduced possibility 

that court in action for declaratory judg­
ment of patent invalidity will be asked to 
render advisory opinion when plaintiff is 
actual manufacturer of product that may 
infringe patent owned by another, such 
plaintiff must demonstrate that condu~t of 
defendant is cause of some reasonable aJ>" 
prehension in order for court to have suI>­
ject·matter jurisdiction. 28 V.S.C.A. 
§ 2201. 

14. Declaratory Judgment <P232 

In action for declaratory judgment of 
patent invalidity, defendant's defense in OJ>" 
position proceedings brought by plaintiff. 
against defendant's patent applications in 
Japan and West Germany did not consti· 
tute conduct that made reasonable plain· 
tiffs apprehension that it would face in· 
fringement suit or threat of one if it con tin· 
ued its activity and, thus, did not constitute 
sufficient controversy to form basis of sulr 
ject·matter jurisdiction. 28 li.S.C.A. 
§ 2201. 

15. Declaratory Judgment <P232 

Absent overt conduct on part of d", 
fendant, allegations regarding derivation of 
defendant's patent were insufficient to 
form basis of actual controversy necessary 
to give court jurisdiction under Declaratory 
Judgment Act. 28 U.S.C.A. § 2201. 

16. Declaratory Judgment <P232 

In action for declaratory judgment of 
patent invalidity, no actual controversy ex­
isted due to plaintiffs potential liability 
resulting from obligation to indemnify its 
customers against patent infringement un­
der Colorado law, such that court would 
have jurisdiction under Declaratory Judg· 
ment Act, where defendant had never con: 
tacted any of plaintiffs customers regard· 
ing infringement. 28 V.S.C.A. § 2201; 
C.R.S . . 4-2-312(3), 4-2-607(3)(b). 

17. Federal Civil Procedure G=>1l43, 1149 
Motion to strike, as immaterial, refer­

ences to dismissed count was premature 
and would be denied without prejudice 
where such references could prove to be 
relevant to remaining count. Fed.Rules 
Civ.Proc.Rule 12(f), 28 V.S.C.A. 

John A. Mitchell, Leonard J. Santisi, Cur­
tis, Morris & Safford, New York City, Rol>­
ert H. Harry, Donald E. Phillipson, Davis, 
Graham & Stubbs, Denver, Colo., for plain­
tiff. 

John E. Kidd, Rory J. Radding, Pennie & 
Edmonds, New York City, William E. Mu· 
rane, Hugh Q. Gottschalk, Holland & Hart, 
Denver, Colo., for defendants . 
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370 599 FEDERAL SUPPLEMENT 

ORDER 

SHERMAN G. FINESILVER,. Chief 
Judge. 

IN 'rms ACTION,. the Plaintiff, Gates 
Energy Products, Inc. (hereinafter 
"Gates"), seeks declaratory and injunctive 
relief, compensatory damages, and punitive 
damages in three allegedly distinct counts 
in Plaintiffs Amended Complaint. In 
Count I, Gates seeks declaratory relief, pu­
nitive damages an'd compensatory damages 
to remedy Defendants' alleged infringe­
ment of Gates' United States Letters Pat­
ent No. 3,862,861 (hereinafter "the '861 
patent"). In Count II, Gates seeks to re­
cover the damages that it allegedly in­
curred as a result of Defendant Yuasa 
Battery Company's (hereinafter "Yuasa") 
alleged breach of an agreement with Plain­
tiff regarding the non-disclosure of trade 
secret technical know-how. In Count III, 
Gates requests that this Court enter a 
judgment declaring that Yuasa's United 
States Letters Patent No. 4,216,280 (herein­
after "the '280 patent") is invalid. 

The matters now before the Court in­
clude: Defendant Yuasa's motion to refer 
the parties to arbitration and to dismiss 
Count II of Plaintiff's A_mended Complaint 
for lack of subject matter jurisdiction un­
der Rule 12(b)(1) F.R.Civ.P.; Defendant 
Yuasa's motion to dismiss Count III of the 
Amended Complaint for lack of subject 
matter jurisdiction under Rule 12(b)(I) F.R. 
Civ.P.; Defendant Yuasa's motion to stay 
the need to answer, or, in the aitern3tive, 
to enlarge its time to answer Count I under 
Rule 6(b) F.R.Civ.P.; Defendant Yuasa's 
motion to strike all references to Count II 
under Rule 12(f) F.R.Civ.P. or, in the alter­
native, for a more definite statement of 
Count II under Rule 12(e) F.R.Civ.P.; and 
Plaintiff's motion under Rule 26(c) F.R. 
Civ.P. for a protective order quashing de­
fendant Yuasa's notice of deposition pend­
ing disposition of Yuasa's motion to stay 
its Answer to Count I of the Amended 
Complaint. 

These motions have been thoroughly 
briefed by the parties. Upon careful con­
sideration of the briefs, affidavits, and oth-

er evidence submitted by the parties, the 
Court finds that Defendant Yuasa's motion 
to refer the parties to arbitration and to 
dismiss Count II should be GRANTED; 
Yuasa's motion to dismiss Count III should 
also be GRANTED; Yuasa's motion to stay 
the need to answer or to enlarge the time 
to answer Count I should be DENIED; 
Yuasa's motion to strike all references to 
Count II or for ~ more definite statement 
of Count II should also be DENIED; and 
Plaintiff's motion for a protective order 
quashing defendant Yuasa's notice of depo­
sition should be DENIED. 

I. Yuasa's Motion to Dismiss and Refer 
Count II to Arbitration. 

Yuasa and Gates entered into discussions 
in 1974 regarding the formation of a joint 
venture between the two companies under 
which sealed rechargeable lead-acid batter­
ies would be marketed and lor manufac­
tured. During the course of these discus­
sions, Yuasa representatives were alleged· 
Iy shown confidential trade secret technical 
know-how developed by Gates relative to 
its sealed maintenance-free lead-acid bat­
tery development. On October 8, 1975, 
Yuasa and Gates entered into a letter 
agreement (hereinafter "the letter agree­
ment") in which Yuasa acknowledged its 
duty to maintain in confidence the trade 
secret technical know-how disclosed to it by 
Gates, On May 8, 1978, Yuasa and Gates 
entered into a joint venture agreement 
which, according to Defend3nts, supersed· 
ed the 1975 letter agreement. The Joint 
Venture Agreement specifies that Yuas3 
does not have the right to use any confi· 
dential information disclosed at any time by 
Gates to Yuasa. In addition, the Joint Ven­
ture Agreement provides for arbitration of 
any disputes which arise in connection with 
the Joint Venture Agreement. 

In Count II of the Amended Complaint, 
Gates alleges that Yuasa disclosed confi­
dential information which was provided to 
Yuasa by Gates, prior to the formation of 
their jo.int venture, in violation of the 1975 
letter agreement. Yuasa contends that the 
issues disputed in Count II should be sub-

. .....• ,. _ .. ... 

...... 
. : . 

.... . 

. .: .:.-s"'. . .. 
. ', .: . 

. ;. 

.- ... : .. ;. ". :.: ....... . ;', : .. 

.. ' : :: .  
United States 

Page 3 of 8

W
W

W
.N

EW
YORKCONVENTIO

N.O
RG 

    
    

    
    

  



e, 
o • i ., 

J 

.} 

• 

": 

:. 

' " , ' ".: 
. ' .' 

.. ' . . ;. . .' ~ . ':.' 

GATES ENERGY PRODUctS v. YUASA BATIERY CO. 37.1 
Clte .. .599 F.5upp. 363 (19M) 

ject to arbitration under the Joint Venture ests of the nation may be the measure of 
Agreement~ interpretation. Rather, the clause must 

(11 The United States Supre';'e Court 
has recognized that there is a strong policy 
in favor of Court recognition and enforce­
ment of international arbitration agree­
ments. Scherk v. ALberto·CuLver Co., 417 
U.S. 506, 520 n. 15, 94 S.Ct. 2449, 2457 n. 
15, 41 L.Ed.2d 270 (1974). In addition, if a 
Court is in doubt regarding 'whether a dis· 
pute requires arbitration, it has been held 
that the Court should resolve that doubt in 
favor of arbitration unless the Court can 
state with "positive assurance" that the 
dispute was not meant to be arbitrated. 
Seaboard Coastline Railroad Co. v. Na· 
tional Rail Passenger Corporation, 554 
F.2q 657, 660 (5th Cir.1977). See also, In 
Re Oil Spill by the "A maca Cadi;" off the 
Coast of France, 659 F.2d 789, 795 (7th 
Cir.1981). 

[21 A Court presented with a request to 
refer a dispute to arbitration pursuant to 
Chapter Two of the Federal Arbitration 
Act 1 performs a very limited inquiry. It 
must resolve four preliminary questions: 
(1) 1s there an agreement in writing to 
arbitrate the subject of the dispute; (2) 
Does the agreement provide for arbitration 
in the ter rito ry of a signatory of the Con­
vention; (3) Does the agreement arise out 
of a legal re lationship, whether contractual 
or not, which is considered as commercial; 
and (4) Is a party to the agreement not an 
American citizen, or does lhe commercial 
relationship ha\'e some reasonable relation 
with one of more foreign s tales. Ledee v. 
Ceramiche Ragno, 684 F.2d 184, 186-87 
(1st Cir .1982). If the Court resolves these 
questions in the affirmative, then it must 
order arbitration unless it find s the agree­
ment " null and void, inoperative or incapa­
ble of being performed." Ledee, s-upra at 
187. Furthermore, it should be noted that 
the " null and void" exception is subject to a 
narrow interpretation: 

Indeed, by acceding to and implementing 
the treaty, the federal government has 
insis ted that not even the parochial inter-

be interpreted to encompass only those 
situations-such as fraud, mistake, du­
ress, and waiver-that can be applied 
neutrally on an international scale. I. T. 
A.D. Associates, Inc. v. Podar Brothers, 
636 F.2d 75 (4th Cir.1981). 

Ledee, supra at 187. 

. In the instant ca.se, it is clear that at 
least three of the four "preliminary ques· 
tions" discussed in Ledee must be answer­
ed in the affinnative. The Joint Venture 
Agreement entered into by Gates and Yua· 
sa provides for arbitration in Japan of all 
disputes which arise in connection with the 
Agreement, and Japan is a signatory of the 
Convention. In addition, the arbitration 
clause of the Joint Venture Agreement 
arises out of a legal relationship which 
must be considered as commercial, and a 
p'arty to the Agreement, Yuasa, is not an 
American citizen. The only dispute in the 
instant case regarding Yuasa's motion to 
dismiss Count II and refer it to arbitration 
is whether the arbitration clause of the 
Joint Venture Agreement is a viable agree­
ment in writing to arbitrate the issues that 
are alleged in Count II. 

Therefore, if this Court determines that 
the. Joint Venture Agreement is a viable 
agreement in writing between the parties 
to arbitrate the issues raised in Count II of 
the Plaintiffs Amended Complaint, then 
this Cou rt must dismiss Count II and refer 
it to arbitration in Japan. 

A. Th e Scope of the 
Arbitration Clause. 

[3.41 Paragraph 16.9 of the Joint Ven­
ture Agreement s tates, in pertinent part, 
that "YUASA shall not have any right at 
any time to use for its own benefit any 
confidential information disclosed at any 
time by GATES to the Company and/or 
YUASA ... " Paragraph 16.13 of the J oint 
Venture Agreement provides for arbitra­
tion of all disputes which may arise in 
relation to the Joint Venture Agreement: 

' . . ' 

t. 9 U.S.C. § 201 <I seq. (1970). ' --'.:- ~..1 
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372 599 FEDERAL ·SUPPLEMENT 

\ ~ " All disputes, controversies, or differ­
ences which may arise between the par­
ties hereof, out of or in relation to or in 

- connection with this agreement, or the 
breach thereof, shall be finally settled by 
arbitration pursuant to Japan·American 
Trade Arbitration Agreement of Septem­
ber 16, 1952, by which each party hereto 
is bound. Such arbitration shall be held 
in Japan and conducted in the English 
language. 

Therefore, on its face, the Joint Venture 
Agreement provides for arbitration of any 
disputes which arise regarding Yuasa's use 
of confidential information disclosed to it 
by Gates. 

Plaintiff has presented several argu­
ments in support of its contention that the 
arbitration agreement does not encompass 
the issues disputed in Count II of the 
Amended Complaint. Initially, Plaintiff ar­
gues that Paragraph 16.9 of the Joint Ven­
tUre Agreement was intended to apply only 
to information that was disclosed by Gates 
after the parties entered into the Joint Ven­
ture Agreement. However, where the 
terms of a contract are clear, the intent of 
the parties must be ascertained from the 
contract itself. Harrison Western Corp. 
v. GuLl OiL Co., 662 F.2d 690, 695 (lOth 
Cir.1981); MetropoLitan Paving Co. v. 
City 01 Aurora, CoLorado, 449 F.2d 177 
(10th Cir.1971). In the instant case, the 
pertinent language of Paragraph 16.9 is 
clear: "YUASA shall not have any right 
. .. to use . . . any confidentia.l information 
disclosed at any time by GATES ... to 
YUASA." [Emphasis Supplied] In ou r 
view, the clear import of this language is to 
prohibit Yuasa from using confidential in­
formation obtained even before the parties 
entered into the Joint Venture Agreement. 

This conclusion is supported by the fact 
that the Joint Venture Agreement super­
seded the agreement which controlled the 
use of information which was disclosed by 
Gates to Yuasa prior to the formation of 
the Joint Venture Agreement. As noted 
above, Yuasa acknowledged its duty to 
maintain in confidence the trade secret 
technical know-how disclosed to it by Gates 

. in a letter agreement entered into by the 
parties in 1975. Further, the first sentence 
of that letter agreement indicates that the 
agreement was related to the formation of 
the joint venture between Gates and Yua­
sa: 

Gates Energy Products, Inc. (GEP) and 
Yuasa Battery Company, Ltd. (yuASA) 
have expressed interest in evaluating the 
possibility of forming a joint venture or 
other cooperative program under which 
sealed rechargeable lead·acid batteries 
would be marketed andlor manufac­
tured. 

Paragraph 16.1 of the Joint Venture Agree­
ment, in pertinent part, states that the 
Joint Venture Agreement supersedes prior 
agreements entered into by the parties 
with respect to the matters referred to in 
the Joint Venture Agreement: 

This Agreement and the attachments list­
ed below set forth the entire under­
standing between the parties and super­
sedes a ll agreements previously entered 
into by them with respect to the matters 
referred to herein. 

Therefore, the Court finds that the Joint 
Venture Agreement superseded the Octo­
ber 8, 1975 letter agreement, and the Joint 
Venture Agreement constitutes the only 
agreement between the parties regarding 
the use of information disclosed by Gates 
to Yuasa. Accordingly, the Court finds 
that any dispute regarding disclosed infor­
mation is subject to arbitration regardless 
of when the information was disclosed . 

[51 Plaintiff also argues that Paragraph 
16.13 of the Joint Venture Agreement 
(hereinafter "the arbitration clause") does 
not encompass the issues involved in Count 
II of the Amended Complaint because 
Count II does not allege that Yuasa used 
confidential information for its own bene-­
fit. As noted above, Paragraph 16.9 of the 
Joint Venture Agreement states in perti­
nent part that "Yuasa shall not have any · 
right .. . to use for its own benefit any 
confidential information disclosed at any 
time by Gates." Plaintiff contends that it 
never alleged in Count II that Yuasa used 
the information for its own benefit; rather, 
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\ 

Plaintiff claims it only alleged that it was [8] Therefore. this Court finds that the 
; injured by Yuasa's disclosure of the infor· arbitration clause of the Joint Venture 

mation in its patent application in Japan.- Agreement is a viable written agreement 
The Court can not accept this argument. between the parties to arbitrate the issues 
The Court finds that Yuasa applied for the contained in Count II of the Plaintiffs 
patent in Japan for its own benefit; there- Amended Complaint. Accordingly. Count 
·fore. Paragraph 16.9 applies to such a use II of the Amended Com'plaint is hereby 
of confidential information, and any dispute dismissed, and referred to arbitration pur­
regarding that use is subject .to arbitration suant to the arbitration clause of the Joint 
under the Joint Venture Agreement. Venture Agreement. 

Therefore •. this Court finds that the is· 
sues involved in Count II of Plaintiff's 
Amended Complaint are within the scope of 
the arbitration clause of the Joint Venture 
Agreement. 

B. The Viability 0/ the Joint 
Venture AgreemenL . 

[6] Plaintiff has argued that Count II 
of the Amended Complaint is not subject to 
arbitration under paragraph 16.13 of the 
Joint Venture Agreement because the Joint 
Venture Agreement was terminated on 
April 10. 198!. However. Plaintiff's claim 
is based on events which occurred prior to 
the termination of the Joint Venture Agree­
ment; therefore. disputes regarding those 
events should still be subject to arbitration. 
See. Becker Autoradio v. Becker Autora· 
diowerk GmbH 585 F.2d 39 (3rd Cir.1978); 
Zer!o~ Inc. v. Carblox. Ltd .• 334 F.Supp. 
866. 868-69 (W.D.Pa.1971). a/I'd. 474 F.2d 
1338 (3rd Cir.1973). 

[7] Plaintiff, citing the Uniform Com· 
mercial Code, 1973 C.R.S. § 4-2-106(3). 
also contend.s tha.t any obligation to arbi· 
trate was an executory obligation which 
was discharged upon the termination of the 
Joint Venture Agreement. However, the 
Federal Arbitration Act established that an 
arbitration clause in a contract creates sub­
stantive rights and that such a clause is not 
purely remedial. Standard Magnesium 
Corporation v. Fuchs. 251 F.2d 455. 458 
(10th Cir.1957). Therefore, if one assumes 
that the Uniform Commercial Code is appli· 
cable in this situation, Yuasa's right to 
arbitrate would survive te rmination of the 
Joint Venture Agreement because § 4-2-
106(3) provides that "any right based on 
prior breach or performance survives." 

II. Yuasa's Motion to Dismiss Count Ill. 

[9.10] A plaintiff has the obligation to 
allege in his complaint the facts essential to 
show that the Court has subject matter 
jurisdiction over the matter in dispute. If 
Plaintiff's allegations of jurisdictional facts 
are challenged by his adversary irr anY 
appropriate manner, he must support them 
by competent proof. McNutt v. General 
Motors Corp .• 298 U.S. 178. 189. 56 S.Ct. 
780. 785 (1936); Land v. Doliar. 330 U.S. 
731, 735. 67 S.Ct. 1009. 91 L.Ed. 1209 
(1947). 

[11] The Declaratory Judgment Act. 28 
U.S.C. § 2201, provides that federal courts 

. may issue declaratory judgments only in 
cases of actual controversy. This require­
ment is "a jurisdictional prerequisite of 
constitutional dimension." International' 
Harvester Co. v. Deere & Company. 623 
F.2d 1207, 1210 (7th Cir.1980); Gra/on 
Corp. v. Hausermann. 602 F.2d 781. 783 
(7th Cir .1979); Aetna Li/e Ins. Co. v. Ha· 
worth, 300 U.S. 227, 239-41, 57 S.Ct. 461. 
463-64.81 L.Ed. 617 (1937). 

[12] An actual controversy exists in the 
context of an action seeking a declaratory 
judgment of patent invalidity only if the 
plaintiff discloses conduct on the part of 
the defendant that makes reasonable the 
plaintiff's apprehension that i~ will face an 
infringement suit or the threat of one if it 
commences or continues the activity in 
question. International Harvester Co., 
supra, 1211. See. Gra/on Corp .• supra, 
783; Super Products Corp. v. D.P. Way 
Corp. 546 F.2d 748. 753 (7th Cir.1976). 

In the instant case, affidavits submitted 
by Yuasa support Yuasa's contention that 
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- it did not engage in conduct that would 
result in any reasonable apprehension by 
the Plaintiff that Plaintiff will face an in­
fringement suit or the threat of one if it 
continues to produce and sell its batteries. 
The affidavits submitted by Yuasa state 
that Yuasa has never threatened Gates or 
any of its customers or anyone else with 
infringement of the '280 patent by Gates' 
use of separator material in batteries it 
manufactures and sells. In addition, the 
affidavits state that Y uasa has never as­
serted the '280 patent against Gates, . its 
customers, or anyone else, nor has Yuasa 
requested or required Gates or any of its 
customers or anyone else to obtain a li­
cense under the '280 patent to manufac­
ture, sell or use Gates' batteries which 
incorporate the separator material. Fur-­
thermore, the affidavits indicate that Gates 
has never asked for any royalties or any 
payment as tribute to the '280 patent from 
Gates, its customers or anyone else, and 
Gates has never advised or complained to 
Yuasa that Gates' ability to sell its batter­
ies has been adversely affected by the is­
suance of the '280 patent or that issuance 
of the patent has caused Gates to modify 
its manufacture, sale or use of its batteries 
so as to impair' its ability to make any 
future sales. These portions of the affida· 
vits submitted by Yuasa have not been 
disputed by Gates. 

[14) Gates also argues that a controver­
sy exists in this case because Yuasa de­
fended opposition proceedings brought by 
Gates against Yuasa's patent applications 
in Japan and West Germany. Although 
there is some dispute regarding whether 
those patent applications involved the coun­
terparts to the '280 patent, the Court finds 
that defending against such opposition 
does not constitute sufficient controversy 
to form the basis of subject matter jurisdic­
tion in the instant case. It has been held 
that even where a plaintiff had initiated 
oppositions in foreign countries and had 
been sued for infringement of a defend­
ant's foreign counterpart patent, there was 
no actual controversy sufficient to form the 
basis of subject matter jurisdiction. Dr. 
Beck & CD, GmbH v. General Electric 
Company, 210 F.Supp; 86, 92 (S.D.N.Y. 
1962), affd, 317 F.2d 538 (2nd Cir.1963). 
In addition, by analogy, this Court has held 
that opposition to the issuance of a trade­
mark does not give rise to an actual contro­
versy. Wuv's International v. Love's En· 
terprises, Inc., 200 U.S.P.Q, 273, 275 
(D.Colo.1978), afFd. No, 80-2309 (lOth Cir, 
Mar, 21, 1983), Therefore, Yuasa's de­
fense of an opposition proceeding brought 
by Gates does not constitute conduct that 
makes reasonable the Plaintiff's apprehen­
sion that it win face an infringement suit 
or the threat of one if it continues its 
activity. 

;./ ... :', ;;; 
[l3) Gates has made several arguments 

in support of its contention that an actual 
controversy exists in the instant case. Ini­
tially, Gates argues that it need not make a 
substantial showing of real and reasonable 
apprehension of action by Yuasa because it 
is engaged in the manufacture and sale of 
batteries which may infringe the patent 
owned by Yuasa. Although it may be true 
that there is less of a possibility that the 
Court will be asked to render an advisory 
opinion when the Plaintiff is an actual man­
ufacturer of a product that may infringe 
the patent owned by another, the Plaintiff 
must still demonstrate that conduct of the 
Defendant is the cause of some reasonable 
apprehension in order for the Court to have 
subject matter jurisdiction. See Interna­
tional Harvester Co., supra. 

[IS] Plaintiff, citing Cummings v, 
Moore, 202 F,2d 145 (10th Cir.1953) and 
Honeywell Inc. v. Sperry Rand Corp., 180 
U,S.P,Q, 673 (D.Minn.1973), also argues 
that a controversy exists in this case be­
cause of Plaintiffs allegations regarding 
the derivation of Yuasa's '280 patent 
However, both of those cases involved situ­
ations in which the Defendant had engaged 
in some form of overt conduct which result· 
ed in Plaintiffs reasonable apprehension, 
In Cumming', supra, the Patentee con­
tacted Plaintiffs customers and told them 
that Plaintiff was infringing its patent. In 
Honeywel~ supra, the Patentee had 
brought an infringement suit against the 
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Plaintiff in a different U.S. District COurL 
Therefore, this Court finds that 'in the ab­
sence of some form of overt conduct on the 

_ part of the Defendant allegations regard­
, ing the derivation of a Defendant's patent 
is insufficient to form the basis of an actu­
al cOr;ltroversy necessary to give the Court 
jurisdiction under the Declaratory Judg­
ment Act. 

[16] Gates also contends that a justicia­
ble controversy exists in this case because 
of its potential liability resulting from its 
obligation to · indemnify its customers 
against patent infringement under the 
U.C.C., 1973 C.R.S. § 4-2--312(3}. How­
ever, to affect Gates' warranty obligations, 
a customer must first notify and alert, 
Gates that a claim of infringement of 
the '280 patent has been made against the 
customer. U.C.C. 1973 C.R.S. § 4-2-
607(3}(b}. As noted above, it is undisputed 
that Yuasa has never contacted any of 
Gates' customers regarding an infringe­
ment of the '280 patent In the ·absence of 
such a contact, or some other form of con­
duct on the part of Yuasa, no actionable 
controversy exists such as is necessary for 
this Court to have jurisdiction under the 
Declaratory Judgment Act. 

Given our decision to dismiss Count. III 
of Plaintiff's Complaint for lack of subject 
matter jurisdiction under Rule 12(bX1} of 
the Federal Rules of Civil Procedure, it is 
not necessary to consider whether Count 
III should be dismissed for failure to state 
a claim under Rule 12(b}(6). The Court's 
decision should not be interpreted as a deci­
sion on the merits of plaintiff's claim: rath­
er, this Court is forced to dismiss Count l IT 
because there is not a justiciable controver­
sy regarding Count IIJ at this time. 

III. Other Motions. 

(1 7 J Yuasa's motion to strike all refer­
ences to Count II under Rule 12(f) F.R. 
Civ.P. is hereby DENIED. References in 
Gates ' Amended Complaint regarding dis­
closures by Gates to Yuasa of confidential 
matters, and references in the allegations 
to events leading up to and during the Joint 
Venture, may prove to be relevant to Plain-

tiff's claim of patent infringement under 
Count I of the Amended Complaint There­
fore, Yuasa's motion to strike is premature 
at this time, and the motion is hereby DE­
NIED without prejudice. 

Plaintiff's motion un'der Rule 26(c} for a 
protective order .quashing Defendant's na­
tice of deposition pending disposition of 

. Defendant's motion to stay its answer to 
Count I, to the extent it is still viable, is 
hereby DENIED. 

Defendant's motion to enlarge the time 
to answer Count I of Plaintiff's Amended 
Complaint is hereby DENIED, and Defend­
ant is directed to file its Answer to Count I 
of the Amended Complaint by the close of 
business on September 19, 1983. 

ORDER 
For the reasons stated above, Defendant 

Yuasa's motion to refer the parties to arbi­
tration and to dismiss Count II of Plarn­
tiff's Amended Complaint for lack of sub­
ject matter jurisdiction under Rule 12(b}l1} 
is hereby GRANTED. 

Defendant Yuasa's motion to dismiss 
Count lIT of· Plaintiff's Amended Complaint 
for lack of subject matter jurisdiction un­
der Rule 12(bX1} F.R.Civ.P. is also GRANT­
ED. 

Defendant Yuasa's motions to enlarge its 
time to answer Count I under Rule 6(b} 
F.R.Civ.P. and to strike all references to 
Count II under Rule 12(f} F.R.Civ.P. are 
hereby DENIED. 

Plaintiffs motion under Rule 26(c) fo r a 
protective order quashing Defendant's no­
tice of deposition pending disposition of 
Defendant's motion to stay its answer to 
Count I, to the extent it is still viable, is 
hereby DENIED. 
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