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defendants are Habde for attorneys’ fees for
its trademurk infringement, pursuast to 15
8 111716L, we need mof menrd to
pluintif] attorneye’ foss under CUTPA. In
sddition, we are ot now |'.1.p.'.||:||u of deter-

LELC.

mining proper punitve damages. While pu
mbve damages mipht be approprists, Ti-
M s recovery ol rebobe domages may well
eliminate the need for an sward of additiorsl
pranye |':;u'||.:|i.;w. under CUTPFA. We e
serve decision on this insue pending a deter
mination af actusl damages

4. Timex's Dther Clabms

Timex alse secks summary judement #m,its
elaims for common law unfalr compatition,
comimon law trademark inf:'inm;m bar-
tious interference with contraét breach of
contract, breach of boplied cobenspt of good
faith and fair dealing, andecomeun law fraud
We do not address thess.glhims, as we find
that any poasible reéfPerpunder such elaims
would net exeesd Timey's permussihle recov-
ery umder thf Lagham Aet and CUTPA

CONCLUZION

Piw the (orepaing ressons, pluintifTs mo-
tign fof summary judgment (Document # 30)
15 GRANTED and defendants’ motion (Doeg-
muent #85) 5 DENIED. Defendants are
hereby enjoined from making any further
ase of the trademory STEALTH Lor  EEy
other termn af symbol confusingly similar to
the STEALTH trademark) in connection
with the manufacture, labeling, promoton,
advertising, sale, or offering for sale of
walches, clocks, other horologicn] instro
ments and aceeasories thereto

50 ORDERED

(=
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COLT'S MANUFACTURING COMPANY
INC. and New Coli Holding
Corporation, Plaintiffs,

L
DEYVTECK CORFODEATION, carmrying o
business as Diemaco, and her Majest
the Queafi in Highi of Canada, Actin
Throoghwnd Represented by the Minis
ter of Sumt;.- nnd Services, Defendunts
Ciwil Moo T-56CV00TH (PCD).

United States District Court,
D, Connecticut.

Apnl 9, 1997,

Corporition fled motion to compel arbi
bration of s trademark infringement, misap
propriation of trade secrels and bresch o
contract claima, and foredgn nation, as om
dofendant. fled motion to be dismizsed from
The District Court, Dorsey, Cliel
Judge, held that: (1} corporstion was n‘i
enbitled to stay of liigation pending arhitrs
tion under the Convention on the Recognition
and Enforoement of Forelgn Akt
Awards, and forelgn nation would be &
miased from action, and (2) statute governing
federal eourt stays of stats court procoedingm
did not authorzee stay of state court procesd-
ing in which It was determined that dispute
betwesn purties was arbitrable,

Ordered accordingly

L

L Arhitration ©=2315

Corporation that brought sction aguinst
foreign nation was not entitled to stxy of
litigntion pemfing arbitration under the Con-
vention on the Recopnition and Enforcement
of Farvign Arbitral Awards, and foreign ns
tion wuuld be dismissed from actbon, whers
I'url.u|.:l'. nation kad not refimed to arbateute,
byt instesd hod gpome forward with arbite
tion, so that corporation was not “aggrieved
party” enbitled to stay. 3 USCA 685 4
201208

&, Arbiiration =51
LCorporation’s motion to compel arbitrs-
thon waa not barmed by doctrine of res judsea-

United States i




ta, despite its failure to raise arblteation ls-
{ st in prior state court proceeding, in which
§ |k was determined that walid arbstration
| apreement cxisted; corporation’s motion to
i poenpel would not impair rights or interests
| established in first action, but would merely
! effectuate decision of state court.

1 Arbitration =81

- came ghiuld e dismizsed under the doctrine
 of rea judicata

21, 1997 Raling denying Colt's mation

COLTS MFG. Ch., INC. v. DENTECKE CORFP.
Clieas 961 FSupp. M2 [Blemn. 1997)

383

I BACKGROUND

On January 17, 1996, Colt fled 2 demand
Assoelation (“AAAT) and & ecomplabnt for
trademark infringement, misappropriation of
trade secrets and breach of contract, secking,
among other things, an order compelling ar-
bitration, injunctive relief in aid of arbitrs-

tion and mopey hearing wan
hedd, and the parties under the
Court's supervision, limited dis-

covery. The negotiated
the terms of reliel and entered
inta Throughout

e
e =

ot negotistions fil

rying on business as Diemaso (“Diemaca”),
filed an action in the Mew Yark State eoort
to stay the arbitration. Canada coopersted
in the arbitration procesdings, promptly fil-
inf an anmwer,

Colt appenred in the New York procesd-
ings, and on Qetober 1, 1906, the New York
Btate court ruled that the parties’ disputes
were subject to arbltration and denied DHem-
sco's motion to stay arbitration. Diemaco
fled o noties of appeal. The appellate court
bsued o stay of arbitration pending appeal.
On Oetober 21, 1996, the AAA notified the
parties that the arbitration would be held in
pheayunee perding the cuteome of the appeal
by DMemaco In Mew Yark

On October 21, 1988, Caolt fled in this
Court a motien o eompel arhitration agninst
Digmaco and to stay the New York procesd-
ings. Canada filed o motion to be dismissed
from the ease, or, alternatively, for ap order
staying the Btigation as to it. Coit's motion
to compel and to stay was denfed on Januury
211897 Colt filed & motion for reconsiders-
tion af that decislon. Therenfter, on Febru-
ary 20, 1997, the New York Appellate Divi-
sion, First Department, affirmed the lower
court's demial of the stay of arhitration, hold-

e compel asd 1oy

United States
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h:lgth:.tiﬂljdm-hllrlth:n:gremn;eﬂnh-

I INSCUSSTON

A, Canada’s Molion

[1] Cansls meves to be dismbses] as 5
party to this sction pursuant to Fed B.Civ.P,
12(b)1), the Convention on the Recogrition
and Enforcement of Foreign Arbitral Awurds
(the "“Convention™) and the Convention's im-
plementing legistation, 8 USC, §§ 201
or, in the alternative, to stay the
to Canida pending arbitration
Saetion 3 of the FAA Caolt and

Thie parties agree that the Convention arwd
its implementing leglslation, codified in &
US.C. §§ 201-208 (Chapter 2 of the FAA),
npplies to thair dispute. The parties dispute,
however, whether the Convention requires

- 3 ﬂﬁllmuhnnthreumhlﬂdrﬂrdb;
the Second Circalt. In David L Thewlenld & Co.
v. Mevallpaselichafl Lid, 923 F 24 245, 253. 0, 2
(2d Cir. 1991), cerr derded, 01 US. 1267, 112
SCL 1T, 115 LEA 2D (054 {1991), che Second
Circuit noted the comroversy bt declived to rule
tn the guestion. In o later case, Filamio, £0A
w. Clifewich fmerm Corp., 534 F.2d 58, &1 (2d
Cir. 1993], the court neied cthat a disirict court
may retain jurisdsction over an action subjecs 1o
Cenvention, citing an opinkan rendered poior 1a
Threlkeld, Beoden, frc, v, Mt Milk Producis Co.
909 F.2dd 827, 826 (2d Cir. 1990}, cwrt. denied, 500
5 953, 111 S.Cc 2259, 114 LEd2d 712

Canoda’s dismissal. Section 208 of the FAA
provides that “Chapter 1 applies to actions
and procesdings brought under this chapter
to the extent that that chapter is not i
conflict with this chapter or the Conven-
tiom....” 9 USC. § 208, The controversy
over whether a dispute referable to arbiora-
thon mﬂl&uﬂn‘lﬂlﬂuﬂ must be dis-

" arbitration. Colt mrgues that
no conflict between staying an action
Bection § and referring the particd o

under the Conventlon® Although

Calt's arpument B persusalve, Colt 5 net
entitled to an order compelling or referring ©
Cansdy to arbitrate or staying this wetion as
to Canada.

Canada has pot refused to arhitrate, et
instesd, has gone forward with arbitration
Colt fs, therefore, not an “aggrieved party”
under §§ TTR.C. § 4. Broadeor! Capilal Corp
t Dadcher, 859 F Bupp. 1517, 1520 (S.D.NY.
1564), “Cloarly, unbess the respondent has
resisted arbitration, the petitioner has not
been ‘sggrieved’ by anything.” PoineWebber
e v Famgelll, 61 F3d 1085, 1087 (3nd
Cir1906).* Accord: Douming v Merrill
Lymch, Pierce, Femner & Swmith M'me, T2
Fa2d 192, 196 (2d Cir1984) (“frieliel ander
Bection 4, [ ] is available only to person ‘ng-
grieved by the ... refusal of pnother to
arbitrute ..."")' Since Colt is not an “ag-
grieved party” it s not entitled to an arder
compelling arbitrution under Section 4 of the

{1991}, which opnicn sl did not ssplicidy ad-
dress this lasue,

3. Farsgalli alse soted the T i doubrfsl that 2
petition to compel arbitration filed before the
‘miverse” party has refused orbiombon wosd
pmmtmﬁrﬁ:h-“lmnﬂlj‘uﬂlﬂlh
casn of controversy in the fimt instance.” @
F.3d i 1067 feitation ansitted)

4. Accewd: Awarer Parndaie, e v Pectar Arabiss
Laf, 8% Fiapp 42, 4445 (S.0MY.1988E

=]

Agocon At Transport, fnc. v HBome, 603

FSupp. 1347, 1349 (5.0.M.7. | #E5)

United States
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FAA with Canada® Sinee Colt is not enti-
tled to an arder compelling arbitration, it s
not entitled to & stay under Section 3. Down-
g, TE5 F2d af 195 [slince be has mo
present right to compel arbitration, Dowsming
is mot entitled &0 a stay under Section 315
Camads has not resisted arbitration but
has willingly attempied to procesd with arbi-
tration. There does not appear to be any
justiciable controversy between Canads nnd
Colt, which are wholly in agreement regard-
ing arbitration. Canada I8 & foreign sover-
eign maticn that expressly agreed with Colt
to resobeg all disputes in arbitration, not in &
United States eowrt Accordingly, Camada
will be dismissed from this astion. Pursuant
to the parties’ arbitration agresment they
may seak to enforee any awand in arbitration
in any court of competent jurisdiction.

COLT'S MFG. CO., INC. v. DEVTECK CORP.
Cite na %1 F.Supp. AED (ILConn. 1997)

385

Migra v Warren City School Dist Bd of
Edue, 4856 US. 75, 81, 104 S.Cr 502, B9, 79
L.Ed.2d 56 (1984) (quotation omitted). New
York applies the “transactional analysis” in
determining res judicatn isues. OFrien &
City of Syrocuse, 54 N.Y.2d 853, 357, 445
N.YS52d 657, 420 NE&d 1158 (W.Y.15981).
<0Jnce a claim is brought to 5 final concly-
sion, all other cluims af the same
transnetion or seres are
baarred, even if i theariss
or if secking & * Id (eita
tion prmitted), of res judicata
[ 1 operates the litigatisn of mat-
ters that have or showld hove beem
Erouping’. ‘transaction’, or “ser-

'™ Boord of Managers of
Condominiums One & Horm, —

v 651 N.Y.B.2d 326, 328 (NY.AD,

Li
cense Agresment, Art. XXIT: ‘UEE"%IME | b

5 In Eect, Cali did not move to compel arbitration
with Canaida, bt poncibclon, seehs a stay mnder
Serction 1.

b A1 least ene cowrt within this ciroslt stated s
dicts that & Secton § motion o stay need not be
sccompasicsd by a Section 4 motion 1o compol
anul distinguished Dersting.  Ser Browdooes, 54
FSupp. at 151% o % Regardiow, sinor all of
Colt's claiens aro subject 1o arbitratios o dismiss-
al, rather than s stay, is proper, Sar Alford .
Dean Witter Reynolds, Inc., 975 P24 1181, 1184

.

]

to compe! arbitration is considered a compul-
sory counterclaim or an affirmative defanss
that must be raised to mot be su

barred. See Towers, Perrin, Forater & Cros-
by, Imc. = Browm, T32 F2d 345, 348 (rd
Cir1884). New York, bowever, does not
hove s compulssry coantercisim rule, and
New York's “pormissive counterclaim rule
may save from the bar of res judieats those
claims for separate or different reliel that
could have been but were not interposed in
the parties’ prior action” Hemry Modell
and Co v Minister, Elders and Deacons of
Reformed Protestont Duick Chureh City of
New York 688 NYZ2d 458 482 n 2 510
N.Y.5.2d 63, 502 N.E.2d 078 (N.Y.1686) (cita-
Hon omitted]. *Tt does net, however, permit
a party to remain silent in the first petion

7. Cols contends thas &t did not counterclaim o
campal ashitration because all thive parties in
the dispute were ned befere the Mew York court

United States
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ard then bring a second one on the bosis of a
preexisting claien for relief that would impair
the rights or interssts established in the first
nction.” Jd Accomd Classic Aufomobiles
fme v Oxford Resowrces, Corp, 204 AD2d
209, 612 N.Y.5.2d &2, 33 (1 Dept.1994),

Colt's motion to compel will not impair the
rights or interests estabilshed I the frst
actbor—it will merely effectunts the decision
of the Mew York court that the parties en-
tered into & binding arbitration agresment.
According, Calt's motion o compel arbitra-
ton 8 not barred by the doctrine of rea
Judicata, and the Jspuary 21, 1997 Buling is
vacated with respect to Calt's matban to com-
pel* However, for the ressons set forth
below, an order compelling arbitration will
nivt be entered &t the present tme,

L. Slay of State Proceedings
[3] Colt also moves for reconsi
the Court's denisl of ita mation

New York proseedings.
tion to compel is not barred
Colt is mot entitled to o stay

procesdings, Section 3

sty of o pending “'I'huu,
authority for i 8 slay musi be
found in 28 U § statate pen-
erally i emart stays of state
ETHITE Ultracashmere Howse,
Lid = 64 F2d 1176 1180 (1ith
Cir., elso Doclor's Aspociates fme

BT0 FSupp. 34, 36 (D, Conn 1554},
i port rev'd o part, 68 F.3d 438 (24
. cewr demied, — UR —, 116

@Llﬁlﬂmmﬂmﬂw
remand, 107 F.3¢ 126 (24 Cir19%97). Purse-

& Howsver, the Mew York couwnt's judgment as o
the validicy ol the arbigration claus dom wree 1o
bar rulizigation of that i=sue here. The pariies
u-tuulnﬂthar-u-h-hr-muudhm
W enforceakility of the
msiar was sjuannly before the
Mew Yok cowrt and i will not be revisited here.
& “inderal vourt must accord res judicars effecs
b6 B slals cmer judgmest once the stase court has
ruled on arbisrabding ' Piosssr Propertis Tnc. v,
Sdarnin, 776 F2d SRS, 91 (10xh Cir 159850
com: Towen, 71! Fid =i 3%90-51 [lni:.-m

ote its judgments. .. ."" [lirocashmens, 654
F2d at 1180 (quoting 28 USC. § 228§

The New York sourt has concurrent juris-
diction with the federal courts over isswes of
arbitration. “[Bloth the state and federad
court, having concurrent jurisdiction may
proceed with the itigation at least until fudg-
ment is obtained in one of them which may
be set up as ren judicals in the other™
FPrincess Lido of ond Tarir =
Thompeon, 305 468, B9 8.0t o5,
2A0, B3 LE4 . The issue in the
New York

proting New York's tme imitstion fr seek-
ing to stay arbitrstion. NY. CPLR
§ ThEde), Interference with the pending
Mew Yark case {5 not warranted.

cited thereink Swenion v Managesenr Hecnnr-
ers frerm, fme, 872 F2d 184, 264 {8h Cir
1989}, errr. desiad, 493 ULS. 548, 110 5.00 (43,
107 LEd 2d 102 (198%).

9. “Under New York law, [] the mere pendency
of an sppesl does not deprive 1 challenged judg-
ment of i e judieets effects ™ Asvemaus v
Miuhammad, 873 FSopp. 817, §24 (5D.NY.
1#a5)

United States
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- 1 Stay of these Proceedings

v Colt’s petition for an order compelling ar-
+  hitration will be stayed pending resolution in
~  New York™ If the New York Court of Ap-
peals upholds the appellate couart’s decision,
an order compelling arbitrution will be en-
tered and this case will be dismissad. [f the
gourt of appenls holds thet Diemaco is not
bound to arbitrate, that decsion will be af-
forded full fuith and credit, and Colt can
proceed with Utigation aguinst Diemaco "

C.  [ismizssol-Res Judicote

For the reasons set forth above the lasue
of whather this case should be dismissed on
the basis of res judicaln neod not be ad-
dreased.

im:mvmmmv

For the foregoing reasons, Caolt's
for reconslderation [doe. #65] i
- ED. Upon reconsiderstion, the

mation to stay

e, # 453-2] is
mation to dismiss [doc
. Canada’s motion to

] is DENIED AS MOOT.

10, Ahhough federal courn ane geasrally reqisred
1y pmrrrise their parisdiction “the decision wheth-

' Moss K, Come Memoriad Hosp, v
Cisearr, . 50 1S 1, 19 103 5CL
BIT, 908, T4 LEL 2d TaS (1943).

: mich result weuld pequire Colt te
! proceed with s claims i different forums—

il

SAARI v. MERCEK & CO., INC.
Chiasa 91 FSupp. 187 (NDKY. 19970

Judith SAARL, Plaintifr,
¥

MERCE & €0, INC,, SmithEline Beec-
ham Pharmncenticals, Defendunis,

Na, #5-CV-683 RWE.

United States [
NILN

Court, Ralph W. S8mith, Jr., Tnited
Etates Magistrate Judge, beld that recipient,
who was procesding pro se, had falled to
make showing that her injurlss were eausoed

Momai N, Come Hoap.,
d&l U5 ot 20, 103 5.Cr. s 939 [emphasis in
arigenall,

United States
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