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tors was never directly overruled, the current
standard in the Fifth Clreait (s dearly and
unambiguousiy fdantical to the Second Clr-
cuit standard: a gensTic tAFm 18 ot prodecta-
ble. See Umion Noi Bonk Loredo = [Umiom
Not Bonk Austin 508 F2d 839 (5th Cir,
1580} (“Generic tarms are never eligible for
trademark protection. (QDdertne 1 oTyg-
palll; Louwiriana World Ezposition v Logue,
T8 F2od 1088 (5th Cir.1884) (A generic
term |5 never protectable” Jd at 10400,
The plainti? also cites 3 Federal Cireuit
, I e Secty, fnc. 757 F.2d 274 (Fed Clr.
1985), in which the Court foend that the term
“SEATS" was not generic wnen used in rela-
tiom to @ Heket reservation servics. [n Seois
however, the Court based its decision on the
fact that the tarm “SEATS" was not being
asad [n its generie comtext. that =, “in rels-
tion to chairs or couchss or bleschers,” but
icstead wms being ased to deseribe o reserva-
tion servies. [d st 277, [n comirast, in this
case, the plainglf is osing the term “The
Arabie Channel” in fts generic context, and,
as the Samts Coort make chear, & gensnc
term can oever be protected when used in
conpoction with the product it generisalls
describes
Finally, the plaintff requests sthat’ the
Court grant it the opportunity o, offer avi-
dence to establish the “ssufdery meaning”
of jta mark a8 well as the Eoalibood of confi-
sion among consumary. ~Flaingifs “Memo-
randum of Law" 3 M) Because the Court
finds that “The ArsGic Chanpel™ i3 a generic
term, a showiog of secondary meaning would
not help thegefendant’s case. As Judge
Friendly stated in Abererombie & Filch Ca,
. Huming World, [nc, “eres prodl of sec.
ondary mesnimg, by virtte of which some
‘marely descriptive’ marks may be regls.
tered, cannot transfarm & generic term Mto a
subject for trademark” 537 F.2d at 8
Conelusion
The Court finds that “The Arabie Chan-
nel® ia a generic term, and, as soch, oot
protectable as a valild ademark. Accord-
ingly, the Court granta the defendant’s sum-
mary judgmest motion as to Count I, the
Lanham Act claim, of the compimint With
the federal daim no longer bafore this Cotart,
we decline to sxercss jonsdieton over the

state law claims, Coonts [T and II1 (Ses
Complaint, parn. 4), and dismiss them. See
C'mited Ming Workers v (ibbe, 383 T3, T15,
T 86 SCL 1130, 1136, 16 L.E4d24 218
(1968 CES Pub Corp uw 5L Regis Publico-
tiona, Imc, 031 F.2d at 15. Lastly, the Coart
finds mo evidenca of bad fxith on the part of
the pdaintil and, sccordingly, declines to or-
der sanchons of o oward attorneys’ fees 5
defencant under BRule 11 of the Fadewl
Bules of Chil Procedure.

50 ORDERED.
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Mation was fled to compel arbitratios
and to stay action in interim. The District
Coart, Hugnt J., beld that contract provi-
$0n auUChoriming parties to seek rellel Srom
courts by way of temporary and permanent
jurisdiction agthorized injunctive relief n aid
of arbitraton and did not render nonarbitra-
ble cluima of repodistion and bresch of con-
ract on ground that relis! was sought by
way of specifie parformancs.

Arbitration directed and procesding
stayed.

l. Arbitration =11, 75

Pprdes are free to inclode in agresment
cholpe-of-low provision whish bmpacts on pro-
cadural riles to be followed in arbitration,
gt thin dpes not change role that gusstinns
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of arbitrability in contrast subject & the
Federal Aroitration Act muost be resobved
with healthy regard for federal policy fawvor-
ing arbiiration. 9 USCA § 200 st sag

& Arhitration =15

Under distributorship soniract providing
for arbitration of any controwersy oF claim
arising sat of or relating to the agresmest or
breach thersof, distributor's daims that pro-
ducers and mariketers of wine products at
issue kad repudisted and breachsd contract
was arbitrable even though distibgtor
sought equitable ralief of specific péarips-
manee and despita contrast provision ellows
ing parties to sssek [rom courts\sqinbsbls
retlef by way of temporary and Permanest
fnjunctions, [n that asy amblgty®in agree-
ment had to be resalved-in fawor of arbitra-
don.

1 Arbitration &=]9
Federal-policy requires resclution of am-

bigaity as bo arbitrabiiity in favor of arbitra-
ton 8 TTEEA § 201 et sen

i Coatracts =143.5

Contract shoold be interpreted so that
all its provisions dwell in harmony with sach
other, to the greatest sxtent posaible.

5 Ashitration &=7.5

Provision in disgibotorship conbracs
which allvawd parties to seek from eourts
equitable relief by way of temporary and
permanent injunetons, which was in addition
o provision for arbitraton of any controver-
8y of caim arising out of or relsting to the
agresment or breach thereof made injune-
tve relief in courts available to the partes in
aid of arbdtration, rather than transforming
arbitrable claims inte nomarbitrable cnes de-
pending on the form of reliefl prayed for

Moses & Singer, New York City, for plain-
tiff: David Rabinowdtz, Pagla E Colbath, of
counsel,

Hevorkian & Partmers, New York Clty, for
defendants; Donma Glasgow, of counsel,
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MEMORANDUM OPINION AND ORDER
HAIGHT, Districe Judge:

Defendants move s Court to compel ar-
bitration of dispotes befwesn themsslves and
the pluintif¥, and to say this action im tha
intarim.

Background

Plaintiff Bemy Amerique, [oe. "Bamy™); a
Dalowwrs corporation with jbs principal place
af business m New York, {8 the successor n
iotersst of anoother domestic corporaton,
=21 Brands, lac Eﬂmr s sngaged m the
busingss of Emperting wings, spirits, and Han-
gurs, and distribating theam to wholasals dis-
tributors throughoot the United States

Defendant Touzet Distribution, S.ARL.
{“Touzet"), o Fresch eorporaton, produces
and distributes sicoholic beverages, including
table wines undcer the trade name *Sommeli-

e,

Defendant SICA Les Vignerons Proven-
canx (“SICA™), a French sooperative associs-
Hon, markets Touset’s products and owns
trademaris for certain of Touzet's wine prod-
mcia.

ln Jeanpary 1988 Toozet, SICA, and “21"
Brands snteved [nte a contract for the diste.
bution of Touzet's products in the Tnited
States, Pusrto Rieo and the U.E Vieghs Is-
lamds. In April 1585, “I1™ was merged inio
BEamy.

This contract grants Remy the exclusive
Hight o import and dostribite a Tarety of
Touzet's prodocts deseribed (n the sgresmant
within the designated territory.

In Oetober 1982, Ramy commenced an ac-
don in the New York State Sopreme Court,
New York County, aguinst Touzet sod SICA
Remy alleged in that complaint thet defes-
dants have falled to ship orders pursuant to
the contract, and hive failed to recognize
Eemy's claimed right of Brst refosal a8 to
partain new prodosts. Toozet send SICA re-
spond that Hemy materiplly bresched tha
contract by failing and refusing to pay sums
e iy i

Defendants mﬂlﬂ‘ﬂﬁ%ﬂ@@ﬁt artion
to this Court. The hafdigCritnOfwas the

LCommention on the Recognition snd Enforee-
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ment of Foreign Arbitral Awards (the “Con-
vention™), ratifled by the Usited States amd
enacted nto domeste law by Chapter 2iof
the Federal Arhitration Act 9 US.C. § 300
ai seg.

The Comventon covers arbitration agree-
maents between <hzens or corporationa af
adhering nations “arising cut of o legal rels-
thonship, whether contractusl or not, which is
considered a8 commercial = 9 USLC
§ M2 Ssction M5 prowices for the remaval
of canes from Siste coorts whers tha sabject
..II.'-".EE relates to an arbitration agresment

saling ander the Convention

[n the case st bar, the contract bDetween
the parties provides in pertnent part as fol-
R
Arbiiraiiem. (o) Aoy controversy or claim
arising out of, or reisting to thia Agree-
ment or the bresch thersaf ahall be settled
by three (@) arbicators pursuani to the
Euales of Concliation and Arbitrastion of the
International Chamber of Commerce. The
arhitration hearing will be heid in The
Hagoe, Holland, except that, to the axtent
that the dispute pertsins io the loeal mee.
ket, business practices, or requires #¥i-
dence primarily obtainable in the Licensed
Territary, the partdes suthorifs the arbi-
trators to comduct all or parg ol ihe pro-
cosdings in the Licenssd\Termitory. Al
reasapably Incarred thavel Wnd boarding
codts of the partiss, Uhsp counsal and wit-
penses shall bg treafed as part of the arkd-
tration costs and“as soch shall be subject
to sward by the arbitrators,

(b} The partes may =esk from the Arhi-
tration Trbunal and from any judical
corts af proper jurisdiction squitakles e
lief by way of temporwry and permanent
injunetions,

There is no dispote thai this arbitraton
ogresment [alls within the Comvention.

The arbitration agreement in 9 12(a) incor-
parates by reference the Rules of Concilis-
tom and Arbitration of the Internaticnal
Chamber of Commeree (“ICC™. Tha ICC
Rules provide in Article 13(3):

The partes shall be free to determine the

law b0 be applied by the arbitratar to the

merits of the dispute. [In the abseoce of

any Indieation by the parties as to ths
applicable law, the arbitrator shall apply
the s designated as the proper law by
the rule of conflict which he desms appro-
prista.
The parties provided for their chaice of law
n 111 of thelr agresmsnt which provides:
i1, Choten of Low This Agreement shall
be governed by the lawa of the State of
New York, US.A

Since the commencement of the cEptionsd
action, defepdants’ French eoomspl have
sarved 3 demand for arbitrution W dedfean-
dants" claims that Hemy hés Mredched the
contract by failing w0 pay mgE owing to
defendants. The Cemerit-Secretary of the
Court of [eternatons-Ashitragon of the 1CC
has responded % tint\demand by letter dat-
ed December 25, 15382 setting the wrhitration
machinery (n meton.

Toonet' and “SICA comtend ism this Coort
that the \disputes bebween the partes fall
withift 58 broad arbitration agreement con-
taingd” in ¥ 12(a) of the onderfying contract.
wndl that they are soititled to an order som-
peling arbitration under 8 US.C. § 208
which provides in part “A court having fur-
isdiction under this chapter may direet that
arbitration be held in accordance with the
agreement at any piace thersis provided for,
whether that plece is within or without the
United States.” In the case at bar, The
Hague (s designated as the place af arbitra-
Hon

Hemy contends thet ths setHom [t com-
menced in the State court thersaftar re.
moved to this Coort, falls ocotssde the arhitra-
tion agresment contained im 11202) of the
coptrast by reason of 112rk) which allows
the parties to seak “from any judi=al sourts
al proper jurisdiction equitable relel by way
of temporary and permanent njunctions."
in that regard, Hamy sireases that its com-
ploint 18 drafted in the form of 3 demand in
aquity for specifls performanes

Eemy's complaint alleges two couses of
action. The fisst alleges that SICA repodist-
&d the agreement by stating apequivesally its
imtenton no kooger o hopor Remy's exclo-
sive rights in the designated territory. Com-
plaint, 118. The sscond causs of action al-
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lages thet Toozet and SICA heve bagun dis-
ribaling 4 e wine product in the territory
withoot having first pesorded to Remy a
right of first refossl for soch distriboetion
pllegedly given by the agresment to Bamy.
fd, at 124, As %o sach of thess causes of
action, Remy alleges that i has oo adequate
remedy ai |law, and casts its demands for
relief in the language of equitables demands
for specifle performance. Thos the com-
plaint concludes:
WHEREFORE, plaintiff demands judg-
ment against Touszet and SICA, as follown:
{a) ordering Touzet and SICA, pfelmi-
narily daring the pendency of thiy acten
and thereafter, to specifically pevform and
comply with all of its cbligatiens under tha
Agresment, including: ~TH, “shipping to
Bemy Amerigue the Order Goods and all
Touzet's Products prdered hareaflar cur-
ing the term of thesdgreement; and (Z)
refraiming froseellify any of its Prodosts
in or intoCthe-Tarritory ar cansing sneh
Products™tg b sold in the Territory, ex-
septy through Remy Ameriquoe;
fbd, ordering Touzet and SICA. prelimi-
narily during the pendency of this acton
ant thereafter, o specifically perform and
somply with all of its obligations under the
Agresment, including, granting to Hemy
Amerigue the rght of first refusal to m-
port and distribote any an &ll New Prod-
aes in the Territory, and forbidding Touns-
et and SICA from impordng and distribu-
ing any such New Product in the Territory
antil and onless Remy Amerique has been
soeorded aoch right of frse refosal; and
(e] mwarding Remy Amarique the costs
and disbursements of this action, inclading
attorneys’ fees, and such other sad firrther
relief a8 this Court may deem just and
projer
Rebying uvpen TI12b) of the arbitration
agresment, Hamy eontands that it eannot be
compelled to arbitrate dispistes arising ot of
claims that are oquitable in nature,

DHacuanon

The parties debate the threshold lasse of
governing law, Hemy says that New York
law econtrals undar the choice of lew provision
in ¥11 of the Agresment, and oites Vold

§16 FEDERAL SUPPLEMENT

[nformation Sermicas, 'me o The Board of
Trusteen of Lelond Stanferd Jumior [Mntoer.
eity, 488 TS 458 18 /2Ct 188 108
L.Ed2d 488 (1980)./ Thasst"and SICA argns
that the desigive question is ons of arbitrabil-
ity, a0 Bawe governed by the Faderal Arbi-
traton Act (“FAA" an extended by the Con-
vemtion,

In( Volt\a conatraetion contact contained an
sgreemant to arbitrate all disputes arising
ngt ofthe contract, and & choice—ol-law clause
prviding that the contract would be gov-
greed by the low of the plase where the
comstruction project was locsbed (which
turmed oot to b Califernia). California lew
provides for a stay of arbitration pendimg
resolution of related Ftigation beteean o par-
by to the arbitration agreement and third
parties not bound by it The FAA eontaine
no samparabtle provision and, becaonse that is
sa, the party sesldsg to compel arbitration
registed the stay prowided for by California
law. The Suprems Court held thai where
“the partles have agreed to abide by state
rales of arbitraton, enforcing those rules
according to the terms of the agreement {5
f'.:.’.|j.' conasstent with the goals of the FAA
aven if the result ls that the arhitration is
stayed where the Ast would otherwise parmit
it to go foreard” 489 U5, at 479, 109 B.CL
at 1055 [n defining the goals of the FAA
the Court seid ot 478, 108 S.CL at 1255:

The FAA was designed “to overrule the

Jadiciary's longstanding refusal to enfores

agreements to arbitrate.” Dean Witler

Eoymolds 'me v Byrd 47D LS. at 219-

200, and to placs snch agresmants  ‘upan

the same footing as other conbracts”

Scherk 1. Alberto-Culper Co, 417 US, 22

511 (gquoting H.E.Rep. No. 98, 88 Cong.,

1at Seas. 1, 2 (19240,

[t did pot follow from those goals, the Court
ressoned, “that the FAA prevents the en-
forcement of agresments to arbitrate onder
different rules than those set forth in the Ast
iteeff" [ at 479, 108 B.Ct at 1255

[1] Vol deals with the procedural rules
tw be followed in 1 on.  |a thiat com-
taxt, the parties ﬂ?@@@@& in their
agreement 1 choiesRA@ge 4rofifon which

impacts upon procadursl roles, Hot ol
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does not represent a retrest by the Court
from “the settied lederal rule that questions
of arbitrabllity in contracts subject to the
FAA must be resolved with o healthy regurd
for the federal policy favoring arbitration.”
489 U5 at 475, 109 SCt at 1253, The
unsuccesafn]l petitioner (o Voll argued that
guch was the effect of applieation of the
California procedural low, dting Mosss M
Cone Memorigl Hospital v Mercury Com-
struction Corp, 480 U5 1, 108 8.0t 927, T4
L.Ed2d 765 (1963), and Mitswbiski Moiors
‘ﬂl i, Saler Chrysler-Plymouth, 'ne, 473

=, 614, 106 5.Ct 3346 87 L.Ed2d 444
(19685). The Court in Vol acknowledged the
pxistence of that federal mlea, but coocloded
that application of the California rules of
arbitration did not offend it

These coses of course estahlish that In
appiying gensral state-lnw principles of
coniract interpreiation to the interprets-
won of an arbitration agresment within the
scope of the Ast, see Perry v Thomas 4E2
LS. 453, 458, n. 3 [107 5.CE 2520, 2527, n.
8, 96 L.Ed.2d 425] (1987, due regard must
be given to the federal poliey favoring
arbitration. and ambiguitiss as to the scgpe
of the arbitration =suse itsell resolwed in
favor of arbitration

But we do mot think the Coort uf’ Appeal
offended the Moses H. Coms principls by
. interprating the chajee-gl-law provsion to
mian that the pargss imended the Califae-
ma rules of arhitrabion, incruding the
§ 1281 .Me) sta\prevision, to apply to their
arhitration agresmest. There & no feder-
il policy fvoring arbitraton under & cer-
tain set OF procedural muless the federal
policy is simply to ensure the snforceabili-
ty, sccording to their terms, of private
agreamants to arbiirate. [nterpredng &
chobes-of-low clanse to make appilcable
stats rules governing the conduct of arbi-
traton—roles which are manifestly de-
signed to encourage resort to the arbitral
process—aimply does not offend the rule of
lfbarad construction set forth in Moses A
Coma, nor does it offend azy other policy
embodied in the FAA

Id, 489 115 at 475-7T8, 108 S.CL at 1354
{foctnota omitted),

[2] In tha case st bar, Remy's constrae-
ton of the sontreet implicates Bsues of arbi-
trakility, rather than arbitration rales or pro-
pedures. Hemy contends that any claim
forming the baais of & demand for injunctive
relief under 112(h) of the arbitration agree-
ment (8 mot ssbject to arbibmtion onder
T123(a}, Um Hemy's constraction, it is ent-
thed to a fall plesary trial in this Court on its
clalrms againat Touzet and SICA for specific
performance of the contract, while ackrgwl:
edging that the clams of Touset apd\SICW
against Remy for money damages wre arbi-
trable st The Hague under T13(E)

In short, Hemy contendd\thnt lfs claims
that Touset and BICA \repudiated ond
brearked the montract ape pob arbitrable op-
der the srbitration agresment because Remy
costs it demand for Mefief in an equitable
forom. Thats nataf all the sort of question
invobved in ¥olt. ) Rather, the question is ane
of the arhitrability of Remy's claimss and, as
Voli Sekngwledges, in that context "doe re-
gard/mist be given to the federal policy
[avoring arbitration, and ambignties as to
the/scope of the arbitraton clanse itselfl re-
sodved in [avor of arbitration.” 489 LS. at
476, 108 500 at 1954,

[3] Applying federal prindples, it is cear
that Remy's contentian must be rejected
From Hemy's point of view, the most that
can be sald about the inter-relatonship of
subparagraphs 12(a)} and (b} &3 that the
agreement is ambiguons. Federal policy re-
guires the rescsubon of thet ambiguity in
favor of arbitraton: in this cese, the submis-
slon of Hemy's claim of wrongfal contract
repudistion and bresch to arbitration in The
Hagus whers bath partdes’ clafma will be
rosalvod.

But | do oot think that the arbitration
agreement is ambiguoos

[4] GQuite apart from federal policy, £ i8 &
sound prindple of construction to interpret &
contract 8o that all its provisions dwell in
bharmony with each other, to the greatest
axtept possible,. Hemy's construetion aof
¥ 12(b} would, salaly on the basis of the form
of reliel sought significantly oarrow the
broad provision for arbitration in 9 12(a)
That gives rise o a tepsion between the two
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subparagraphs which a different construe-
Hom, more closaly in tane with federal pablic
palicy, easily svoids

[§] Under that constrostion, the effect of
T112(k) = to make mjonetive ralisf in judisal
ocoarts of proper jurisdiction svailshle to the
parties in aid of arbitration, rather than (s
Remy would have it) transforming arbitrable
clabms Into nomarbitrable ones depending on
the form of reliel prayed for. Under thgt
preferable construetion, and as counsed for
defendants acknorwledged at oral argemest
Remy could seek & prefiminary injanstoe in
this Court pending resclotion of the sferits
by arbltration. To seccesd fvea \motion for
prefiminary injuncton, wikdch '@ has mot yet
made., FRemy woukl hawefo\satialy te wel-
estohlished eriteria far eqeitable relief pen-
denie (e And! f KEmy prevails in the
arbitration at (The _Hague and requires &
permanent injafeton from this Court in add
of the @ward ¥ 12(b) reciies the parties'
agrepmenizibat such 8 remady may be puar-
sued

That constroction brings subparagraphs
1%a) and (b) ists harmony with sash athar,
Ind &voids aoy tension or inconsistency. As
faor the choice-of-law provision in 111 of the
eontract, it Pepresents the parties agresment
that the merits of the disputes will be desid-
ed by refersmce to New York law, thereby
implementing the provision in the ICC arbi-
tration rules that the parties sre free “to
determine the law o be applied by the arbl-
trator to the merits of the dispaote™

Mo case declded under the FAA eor the
Comrentian sapporis Hemy's interpretation
of the arbiation agreement That s not
surprising, =ince thal interpreiation has &
disfincily negatve mpact gpon the arbifra.
bility of disputes, in contravention of {ederal
public polisy.

Ewen if, 22 Hemy argues, New Yark lew as
designated in 111 controls the construction
of the arbitration provisions in 112, Remy i=
no better off, becanse it cites no New York
case supporbing ite conmbructon and the du-
plicative, wastefal proceedings which that
eanstrustion would alle,

The Court's function, of course, 3 not to
sei poliey but w enforee the parties’ agree-

El6 FEDERAL SUPFLEMENT

ment. Arbitration in snd moet be sosssne-
al But in the cass 8¢ har, where ths parties
disagres as to the \proper comstruction of
their agresment the Coort most resolve the
immue, in the' lipht ol poble policy and accopt-
od principles of construction  Having per-
formed those fonections, and for the resscns
set Terti“gbove, I prant the defendants’ mo-
fion, \andl make the following Order

T Plaintiff & directed to sobemit the
ciaims set forth in the complaint in this ac-
tion to arbiration &t The Hague.

2 Further presesdings in this Coart are
stayed; provided, bowever, that plaintif may
if #o advised apply for prefimingry injonetve
relief in & mammer consistent ‘with this Cpin-
jom

3 This Coury will iz any eveni retain
jurisdicton over the case in the event that
any party is sdvised to move for post-arbitra-
Bon redel

4 In the iseerim, the Clerk of the Comrt
in dirested to plase the case on the Suspanss

Adjus Abi MAANTAANBUL, Plaintiff,
T,

Juanita ABEENATHY, s Execurrix of
the Estate of Bev. Hulph Devid Aberna-
thy, Hurper & Row Publishers, Inc., and
Daniel Bial Defendanis.

No. B Civ. 0770 (CHT.

United Seates Distriet Coart,
ED. New Yori

March 18, 1863,

Woman at whose home Dr. Martin Lo-
ther Hing, Jr. bad dinner the might before
nis pasasminabiAit@O: publigher and
edizar, r_'u:r.mnP.&ge:lﬁI@ﬂﬁir.mn of boaok
suggesting alleged excramarital affair by Dr,





